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Hall v. Bed Bath & Beyond, Inc.              
453 Fed. Appx. 970 (Fed. Cir. 2011) 

GEORGE GUTIERREZ∗ 

BACKGROUND 

Defendant Bed Bath & Beyond, Inc., (“BB&B”), is a well-known 
home furnishing retailer. The plaintiff, Roger J. Hall, is an inventor of a 
unique gym towel, the “Tote Towel,” which features “binding around all 
the edges, zippered pockets at both ends, and an angled cloth loop in the 
middle.” Hall met with the defendants, while the Tote Towel design patent 
was still pending, to discuss the possibility of having the Tote Towel sold 
in the BB&B stores. Without Hall’s permission, BB&B subsequently 
contacted West Point Home, Inc., one of its suppliers, to have copies of the 
Tote Towel manufactured for retail sale in its stores. After Hall’s patent 
had been issued, he filed suit against BB&B, West Point Home, Inc., and 
an executive of BB&B for patent infringement, unfair competition under § 
43(a) of the Lanham Act, and misappropriation under New York statutory 
and common law. BB&B responded by moving to dismiss the complaint 
under Federal Rule of Civil Procedure (“FRCP”) 12(b)(6) for “failure to 
state a claim upon which relief can be granted,” and filed counterclaims for 
Rule 11 sanctions, false advertising, false marking, and attorneys fees. 

The United States District Court for the Southern District of New 
York dismissed Hall’s design patent infringement claim, holding that the 
complaint lacked allegations showing what it was about the Tote Towel 
that was “new, original and ornamental, meriting the protection of a design 
patent.” The district court also dismissed all counts against the BB&B 
executive because the executive’s alleged infringing activity occurred 
before the Tote Towel patent had issued and not after. Hall’s claim for 
unfair competition under the Lanham Act was also dismissed. The district 
court found that this count was insufficient because BB&B’s advertisement 
amounted to non-actionable “puffery.” The district court also dismissed 
Hall’s counts under New York law, The defendant’s counterclaims were all 
also dismissed. All parties appealed. 

ISSUES 

The United States Court of Appeals for the Federal Circuit addressed 
whether Mr. Hall had pleaded his claims for design patent infringement, 
personal liability of a corporate officer, unfair competition under § 43(a) of 
the Lanham Act, and misappropriation under New York statutory and 
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common law with sufficient specificity to survive the 12(b)(6) motion to 
dismiss on the pleadings. Additionally, the Federal Circuit addressed 
whether the district court erred in dismissing BB&B’s counterclaims. 

DECISION 

The Federal Circuit affirmed the district court’s dismissal of the 
defendant’s counterclaims and plaintiff’s claim for personal liability of a 
corporate officer, but reversed the dismissal of the plaintiff’s other claims. 

REASONING 

The court of appeals began by reversing the district court’s dismissal 
of the plaintiff’s design patent infringement claim. The appellate court held 
that the district court erred when it dismissed Hall’s claim for his lack of 
explaining what made the Tote Towel  ‘new, original and ornamental,’ 
meriting the protection of a design patent.” The court observed that the 
FRCP, and Bell Atlantic Corp. v. Twombly did not require the plaintiff to 
answer such questions at the pleadings stage.1 The court reasoned that in 
Twombly, the Supreme Court held that the complaint “requires only ‘a 
short and plain statement of the claim showing that the pleader is entitled to 
relief,’ in order to ‘give the defendant fair notice of what the . . . claim is 
and the grounds upon which it rests.”2 The appellate court added that the 
district court was mistaken in its interpretation of design patent law and 
found that “infringement of a design patent is based on the design as a 
whole, not on any ‘points of novelty.’” The court noted that Hall’s lengthy 
pleading identified his design patent, presented the design to the court and 
described how defendant’s merchandising of the imitation towel 
constituted an infringement since it was virtually identical to the plaintiff’s 
Tote Towel. The court pointed out a Rule 12(b)(6) motion to dismiss 
requires only a judicial assessment of the complaint’s legal feasibility. The 
appellate court concluded that Hall’s pleading sufficiently complied with 
the requirements of ‘a short and plain statement,’ stated the appropriate law 
and demonstrated a plausible right to relief. 

The court then moved on to address the dismissal of the plaintiff’s 
Lanham Act count for unfair competition. The appellate court disagreed 
with the lower court’s finding that “the existence of a trademark” was 
necessary for Hall’s §43(a)(1) claim to avoid dismissal. Drawing upon an 
opinion from the Second Circuit, the court found that a Lanham Act false 
advertising claim could be properly maintained against a defendant who 
misrepresents its products quality. The court further declined to agree with 
the lower court’s holding that BB&B’s advertisement of “performance that 
lasts the useful lifetime of the towel” was mere puffery. Puffery, they held, 
is an exaggeration that is understood to be the seller’s opinion. The court 

 
 1.  Bell Atlantic Corp. v. Twombly, 550 U.S. 544 (2007). 
 2.  Bell Atlantic Corp v. Twombly 550 U.S. 544, 545 (2007).  
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observed that defendant’s advertisement did not sound like puffery but was 
instead stated as a fact. The court added, “The public interest underlying 
the Lanham Act’s prohibition of misleading advertisement is that of 
preventing consumer confusion or deception.” Accordingly, they reversed 
the lower court’s dismissal of the plaintiffs Lanham Act §43(a) count. 

Next, the court addressed the plaintiff’s allegations of deceptive acts 
or practices under New York General Business Law §349(a). The court 
determined that to succeed on this claim, “a plaintiff must prove three 
elements: first, that the challenged act or practice was consumer-oriented; 
second, that it was misleading in a material way; and third, that the plaintiff 
suffered injury as a result of the deceptive act.” The appellate court rejected 
the lower courts finding of a lack of injury to the plaintiff. Hall’s pleading 
asserted that BB&B’s deceptive act was its claim of quality of the 
counterfeit towel. He argued that this statement, combined with the stark 
similarity between the two products, confused customers in distinguishing 
his Tote Towel from “the inferior Counterfeit Towels.” Hall argued that 
this confusing similarity could negatively affect his business. The appellate 
court found Hall’s pleading to be sufficient on this count and the dismissal 
was subsequently reversed. 

The appellate court then considered Hall’s last count of unfair 
competition under New York common law. The basic claim is that “a 
person shall not be allowed to enrich himself unjustly at the expense of 
another.” Hall argued such a claim was appropriate given the defendant’s 
conduct in initially accepting the Tote Towel for a potential business 
relationship, and then having copies of it produced and sold for financial 
gain. The appellate court found that the district court erred when it 
dismissed the misappropriation claim based on the absence of a legal 
relationship between the parties. The court observed that even in the 
absence of a contractual agreement, the standards of “equity and good 
conscience” supported the claim. 

Lastly, the appeals court considered the defendants Rule 11, and false 
advertising counterclaims. The court agreed with the lower courts dismissal 
of these two claims and found that Rule 11 sanctions are appropriate when 
“the frivolous nature of the claims at issue is unequivocal.” The court noted 
that the plaintiff’s claims were supported with requisite facts in his 
pleadings. Under the Lanham Act §43(a) false advertising counterclaim, 
BB&B argued that Hall’s remarks, that his Tote Towel was patent 
protected, amounted to actionable statements since the patent was still 
pending at the time. The appellate court disagreed and affirmed the lower 
courts’ dismissal of the claim since, considering the context, Hall’s 
statement could not be considered misleading. 

DISSENT 

Circuit Judge Lourie argued that the district court’s request for the 
plaintiff to provide which specific aspects of the Tote Towel, were “new, 
original, and ornamental,” was not a sufficient reason to reverse the 



  

210 INTELL. PROP. L. BULL. [Vol. 17:2 

dismissal on this count. While he acknowledged that these requirements 
seemed to be inconsistent with Egyptian Goddess’s rejection of “points of 
novelty,” he felt any error in the court’s decision could have been properly 
remedied had the plaintiff modified his complaint as the district court 
invited him to do. He argued, “The judicial system encourages correction 
of errors when made, and plaintiff should have paid the penalty for 
declining that opportunity.” Lastly, Judge Lourie argued that the defendants 
statement that its towel had “performance that lasts the useful lifetime of 
the towel” was a “subjective claim that [could not] be proven true or false” 
and was therefore non-actionable puffery. 

 


