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Unicolors, Inc. v. Urban Outfitters, Inc., 
853 F.3d 980 (9th Cir. 2017) 

SELOMÉ GETACHEW*

BACKGROUND

On February 10, 2014,1 Unicolors, Inc. sued Urban Outfitters and 
Century 21 Department Stores, LLC for copyright infringement. According 

similar to a copyrighted design owned by Unicolors. Foundational to their 
claim, Unicolors argued that Urban and Century did not own the design 
printed on the dresses. 

Unicolors purchased the intellectual property rights to the design in 
question in September 2008. At the time of purchase, the artwork was called 

- fterwards, Unicolor made adjustments to the initial design so 
that it could be printed onto bolts of -

-
 Unicolors, Inc. is in the 

business of designing and selling fabric to customers in the apparel market 
throughout the United States. Accordingly, Unicolors sold 14,000 yards of 
fabric containing the design by 2011. 

Near the end of 2010 and continuing for two years afterward, Urban 
-

-and-desist letter to Urban and 

dress -

Unicolors pointed to copyright infringement as the basis for its legal claim. 

In the following trial, the dre -  design was termed 

PROCEDURAL HISTORY

Unicolors filed the lawsuit in the Federal District Court in California on 
February 10, 2014.  After a two-
summary judgment was granted. 

summary judgment motion. In particular, Urban appealed the decision that 
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 1. Unicolors, Inc. v. Urban Outfitters, Inc., 2015 U.S. Dist. LEXIS 187585, *7. 
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ISSUE

ighted design, 
-

DECISION

ruling, holding that there was substantial evidence to prove Urban willfully 

REASONING

adequately prove willful copyright infringement. In its appeal, Urban 
ims of copyright 

to the summary judgment motion presented by Unicolor in the trial court and 
reviewed it a second time. As in the trial court, the same question was at the 
center 
by substantial evidence.2

First, Urban disputed the copyright infringement claim, arguing that 

in the prese
infringement required proof of two elements: (1) Unicolors owned the 
subject design, and (2) that Urban copied the protected sections of the design. 

 circumstantial evidence. 

-part analysis, Unicolor needed to show 
Urban had access to the protected design.3 If not access, Unicolor can support 
its a
question.4

access to the copyrighted work prior to making the accused dresses. Though 
access evidence was limited, Unicolors presented its own sales record, 
showing that over a three-year period, 14,000 yards of fabric containing the 
copyrighted design was disseminated into the market. The sales record 

into the market. Unicolors urged the court to consider the occurrence of both 
successive events as proof that Urban had access to the protected design prior 
to creating the dress. The district court did not agree with Unicolors: there 
was not enough evidence of wide dissemination to support the view that 
Urban had access. 

 2. Unicolors, Inc. v. Urban Outfitters, Inc., 853 F.3d 980, 984. 

 3. Id. 984. 

 4. Id. 985. 
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 design. 

To evaluate the existence of a substantial similarity between the 
-part analysis: the extrinsic test and 

5

elements based on objective 

designs are substantially similar. Unicolors sought summary judgment on 
this point, arguing that the astonishing similarity between protected design 
and accused dress could only be explained by Urban copying the protected 
design. 

overwhelmingly similar that the possibility of independent creation is 
6 After reviewing images of both designs, the district court 

7

In its appeal, Urban contended the district court misapplied the 

interpretation is adopted by only one district court. Next, Urban cited to cases 
largely reliant on the same pair of cases. Finally, the cases Urban put forward 
consider very different scenarios where the designs in question are not 

ellate court 
stated that the two designs are already nearly identical. As such, the appellate 

apply the test.8

Concluding on the copying issue, the appellate court ruled that 

9 Therefore, 
the appellate court upheld the 

design. 

ruling: where there is no evidence of access, a finding that the two designs 

valid interpretation of case law. Urban focused on an aside where each of the 
two cited decisions generally discussed the possibility of requiring access to 

5. Id. at 985. 

6. Id. at 987. 

7. Id.

8. Id. at 986. 

9. Id.
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prove copying. Despite the discussion however, each case ultimately 
concluded that access to the work was not necessary and that a finding of 
striking similarity was sufficient for to prove copying. 

Urban appeals the district court judgment on a third basis: the subject 

questioning whether Unicolors owns all the rights to the subject design. To 
that end, Urban posited two arguments, discussed below. 

-

-
court indicated Urban did not cite authority to supporting this conclusion the 
absence of a component work on a copyright certificate was enough to 

that as long as Unicolor owns the component works, it is not necessary for 
Unicolor to list their names on the copyright registration certificate. 

-
-

registered. However, the appellate court rejected this argument as well 
-

properly registered.  In addition, the appellate court held that because 
- nce does 

not invalidate registration. 

willfully engaged in copyright infringement. The ruling was based on 

thousands of works infringed upon any intellectual property rights. 

Urban argued that expecting the company to investigate each work in 
its possession would require review of more than ten thousand works, in 
addition to contacting every fabric manufacturer to verify ownership rights. 
In additional to the unreasonableness of an exhaustive investigation, Urban 
maintains that actual knowledge is required to prove willfulness. 

actual knowledge of the alleged conduct. 

In its review o
began by acknowledging that the copyright certificate presumes validity and 

interpretation of willfulness is too narrow. Instead, reckless behavior or 
willful blindness are sufficient to support a claim of willfulness. To this, the 
appellate court concluded that despite the difficulty of an exhaustive 

recklessness. 




