
DATE DOWNLOADED: Sun Sep  6 17:01:55 2020
SOURCE: Content Downloaded from HeinOnline

Citations:

Bluebook 21st ed.
			                                                                
Charles Cheng, Samsung Elecs. Co., Ltd., et al. v. Apple Inc., 21 INTELL. PROP. &
TECH. L. J. 157 (2017).                                                              

ALWD 6th ed.                                                                         
Cheng, C. ., Samsung elecs. co., ltd., et al. v. apple inc., 21(2) Intell. Prop. &
Tech. L. J. 157 (2017).                                                              

APA 7th ed.                                                                          
Cheng, C. (2017). Samsung elecs. co., ltd., et al. v. apple inc. Intellectual
Property and Technology Law Journal, 21(2), 157-160.                                 

Chicago 7th ed.                                                                      
Charles Cheng, "Samsung Elecs. Co., Ltd., et al. v. Apple Inc.," Intellectual
Property and Technology Law Journal 21, no. 2 (Spring 2017): 157-160                 

McGill Guide 9th ed.                                                                 
Charles Cheng, "Samsung Elecs. Co., Ltd., et al. v. Apple Inc." (2017) 21:2
Intellectual Property & Technology LJ 157.                                           

MLA 8th ed.                                                                          
Cheng, Charles. "Samsung Elecs. Co., Ltd., et al. v. Apple Inc." Intellectual
Property and Technology Law Journal, vol. 21, no. 2, Spring 2017, p. 157-160.
HeinOnline.                                                                          

OSCOLA 4th ed.                                                                       
Charles Cheng, 'Samsung Elecs. Co., Ltd., et al. v. Apple Inc.' (2017) 21 Intell Prop
& Tech L J 157

-- Your use of this HeinOnline PDF indicates your acceptance of HeinOnline's Terms and 
   Conditions of the license agreement available at 

https://heinonline.org/HOL/License
-- The search text of this PDF is generated from  uncorrected OCR text.
-- To obtain permission to use this article beyond the scope of your  license, please use:

Copyright Information

https://heinonline.org/HOL/Page?handle=hein.journals/iprop21&collection=journals&id=169&startid=&endid=172
https://heinonline.org/HOL/License
https://www.copyright.com/ccc/basicSearch.do?operation=go&searchType=0&lastSearch=simple&all=on&titleOrStdNo=1554-9607


Samsung Elecs. Co., Ltd., et al. v. Apple
Inc.

137 S. Ct. 429 (2016)

CHARLES CHENG*

BACKGROUND

Respondent Apple Inc. ("Apple") is a multinational company
based in California and a market leader in consumer electronics,
computer software, and online services.

Appellant, Samsung Electronics Co., Samsung Electronics
America, Inc., and Samsung Telecommunications America, LLC
("Samsung") are subsidiaries of the Samsung Group, a multinational
conglomerate based in South Korea. Samsung is a market competitor
of Apple and a manufacturer of consumer electronics and components.

The case is a design patent dispute between Apple and Samsung,
where both parties are competitors in the smartphone market. In 2007,
Apple introduced its first generation smartphone, the iPhone. The
iPhone has a touchscreen interface with advanced computing
capabilities, large memory storage, and Internet connectivity for web
browsing and applications. Apple has three patent designs in the
iPhone, encompassing the shape and arrangement of icons on the
phone, such as a rectangular front face with round corners and raised
rim and sixteen colorful icons arranged in a grid on a black screen
available for touchscreen interaction.

Samsung released its own smartphone, after the iPhone, bearing
similarities in shape and screen display to Apple's device.

PROCEDURAL HISTORY

Apple initiated a lawsuit against Samsung in district court in 2011
for patent infringement. The jury found that Samsung infringed upon
three of Apple's design patents and awarded Apple three hundred
ninety-nine million dollars ($399M) in damages-Samsung's total
profit from the smartphones that contained the infringing designs.

Samsung appealed to the United States Court of Appeals for the
Federal Circuit claiming that the damages were excessive and should
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be limited to the parts of the smartphones that infringed upon the
design patents. The United States Court of Appeals for the Federal
Circuit rejected Samsung's arguments and upheld the damages award
based on the end products sold because the infringing components of
the smartphones were not sold separately to consumers.' Samsung filed
a writ for certiorari, and the United States Supreme Court granted
review.

ISSUE

The Supreme Court addressed the scope of the term "article of
manufacture," which was used to determine the damages award,
specifically as to whether the term refers to the infringing end product
sold to consumers or to a component of that product.

DECISION

The Supreme Court reversed the lower court's decision that the
damages should be based on an end product sold, and remanded the
case to the federal circuit for further proceedings. The Court held that
the damages determination should be a two-part process: (i) identify
the article of manufacture to which the infringed design applies; and
(ii) calculate the damages for that infringement. The holding
emphasized that the term "article of manufacture" should be
interpreted broadly and could cover both the end product and a
component of the product.2

REASONING

The Court first analyzed the language of 35 U.S.C. § 289 governing
the remedy for design patent infringement. The statute considers what
constitutes design patent infringement and the appropriate damages.
An infringer is liable for the total profits made from his or her
prohibited conduct, including the manufacture or sale of an article of
manufacture to which the design or colorable imitation has been
applied.' To determine damages, the Court suggested a two-step
process: (1) "identify[ing] the 'article of manufacture' to which the
infringed design has applied... [and] (2) calculat[ing] the infringer's
total profit made on that article of manufacture."'4

However, to properly apply the process, it is necessary to identify
the scope of the term "article of manufacture" stated in the first step.
In the first step, the scope of "article of manufacture" is critical because
a product may be a single-component product, such as a dinner plate

1. Apple Inc. v. Samsung Elecs. Co., 786 F.3d 983, 1002 (Fed. Cir. 2015).
2. Samsung Elecs. Co. v. Apple Inc., 137 S. Ct. 429, 434-36 (2016).

3. 35 U.S.C § 289 (2016).
4. Samsung, 137 S. Ct. at 434.
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or a multicomponent product like an oven. For a single-component
product, applying the two-part process is straightforward. The "article
of manufacture" is the end product sold to consumers, and thus an
infringer is liable for the total profit from that end product. However,
a multicomponent product can lead to two interpretations for the liable
profit, either from the end product itself or from a component of that
product. The Court held that both interpretations are appropriate
based on a textual interpretation of the relevant federal statute.

In analyzing the term "article of manufacture," the Court tried to
reconcile the lower courts' interpretation of this term within the
context of the Patent Act. First, the Court dissected the term and found
that "article" means "a particular thing,"5 and "manufacture" means
"the conversion of a raw material into a useful thing by hand or
machine.' '6 Therefore, the plain meaning of "article of manufacture" is
a "thing made by hand or machine."' 7 Since a component of a product
is also a thing made by hand or machine, the Court reasoned that just
because a "component may be integrated into a larger product.. .does
not put it outside the category of articles of manufacture.'8

Second, the Court referred to other sections of the Patent Act for
clarification. 35 U.S.C. § 101 defines patentable inventions as
inventions or discoveries that are a new and useful process, machine,
manufacture, or composition of matter, or any new and useful
improvement.9 The Court interpreted the term "manufacture" as
giving materials "new forms, qualities, properties, or combinations,
whether by hand-labor or by machinery,"10 the result of which may
include parts of a machine separate from the machine itself.

Then, the Court referred to § 171(a) of the Patent Act that defines
the eligibility for a design patent to be a "new, original and ornamental
design for an article of manufacture.""1 The United States Patent and
Trademark Office (USPTO) and the courts permit a design patent to
cover not only the design of an end product, but also the design of a
component of a multicomponent product. Therefore, the Court
believed that the interpretation of the term "article of manufacture"
should not only cover an end product, but also a component of that
product, which is a consistent interpretation of the various sections of
the Patent Act.

Finally, the Court concluded that the federal circuit's
interpretation of "article of manufacture" was too narrow if limited to
the entire smartphone simply because consumers cannot purchase

5. Samsung, 137 S. Ct. at 435.
6. Id.
7. Id.

8. Id.

9. 35 U.S.C. § 101 (2012).
10. Samsung, 137 S. Ct. at 435.

11. 35 U.S.C. § 171 (2012).
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components separately, and such an interpretation was inconsistent
with the statutory meaning. As a result, the Court reversed the federal
circuit's decision. However, the Court left the application of the two-
step process open without addressing whether the smartphones or a
particular component of those smartphones were an "article of
manufacture" and declined to determine the damages for each
infringement. The Court remanded the case to the federal circuit to
resolve the standard of applying the two-step process for determining
damages because the parties had not adequately briefed the issue.


