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Introduction

AT THE CONCEPTUAL DAWN OF TRADEMARKS, when a
merchant class emerged in society the goods themselves would liter-
ally be marked by the merchant.1 This served as an advertisement of
the maker’s name, identification of who owned what merchandise,
and, perhaps most importantly for the development of the trademark
in the consumer market. It allowed the shopper to distinguish the
high quality goods of Maker A from the similar-looking but inferior
goods of Merchant B.2 Fast-forwarding that functionality to modern
American trademark law, as embodied in the Lanham Act,3 a trade-
mark continues to be a designation used to identify the source of a
good and to distinguish it from other sources of similar goods.4

The purpose of trademarks is two-fold: to prevent consumer con-
fusion when searching for goods in the marketplace, and to protect
and encourage property ownership and quality control by the maker
of the goods to which the trademark is attached.5 Without trademarks
connecting a good to a source, “[t]here could be no pride of work-
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1. See 1 J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION

§ 5:1 (4th ed. 2013) (providing an extensive and interesting history of early trade symbols).
2. ROBERT MERGES ET AL., INTELLECTUAL PROPERTY IN THE NEW TECHNOLOGICAL AGE

733 (5th ed. 2009).
3. 15 U.S.C. §§ 1051 et seq. (2012).
4. 1 MCCARTHY, supra note 1, § 3:1.
5. 1 id. § 3:2.
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manship, no credit for good quality, [and] no responsibility for bad.”6

As Professor McCarthy explains in his well-known treaties, a trade-
mark on goods answers the questions “Who made you?” and “Where
have you come from?”7 A counterfeit trademark answers those ques-
tions falsely, to the detriment of the misled consumer and the genu-
ine mark-owner. As defined by the Lanham Act, a counterfeit mark is
a “spurious mark which is identical with, or substantially indistinguish-
able from, a registered mark.”8 If counterfeiting is not actively discour-
aged by the law, the incentive to develop and maintain distinct
trademarks connected to quality goods decreases. The trademark
counterfeiter “free rides” on the reputation and workmanship of the
genuine mark-owner, entering the mark-owner’s market in order to
pass-off to consumers goods that are usually inferior to those offered
by the real mark-owner, and which are at least not “the real thing,” as
far as the trademark is concerned, regardless of quality.9

Counterfeiting a famous trademark is especially attractive to free
riders. When or if a registered trademark is famous is a factual ques-
tion, determined by balancing several factors,10 including distinctive-
ness of the mark, the duration and extent of advertising using the
mark, and geographical extent of trading area in which the mark is
used. As the CEO of Gucci said in 2008, “That red and green stripe is
some of the most iconic luxury branding ever created, and people
want a piece of it.”11 These famous luxury goods marks are, however,
iconic in part for their simplicity, and unfortunately a simple design is
easier to counterfeit convincingly than a more complex or intricate
one.

Counterfeit goods are typically made from cheaper materials
than the authentic products and are often produced by child laborers
in third-world countries.12 The most common source country, accord-
ing to a 2012 report by the Department of Homeland Security

6. Edward S. Rogers, The Lanham Act and the Social Function of Trade-Marks, 14 LAW &
CONTEMP. PROBS. 173, 175 (1949).

7. 1 MCCARTHY, supra note 1, § 3:6.
8. 15 U.S.C. § 1127 (2012).
9. 1 MCCARTHY, supra note 1, § 2:4.

10. 15 U.S.C. § 1125(c) (2012).
11. Nicola Ruiz, World’s Most Desirable Luxury Brands, FORBES (Mar. 25, 2008), http://

www.forbes.com/2008/03/25/brand-luxury-desirable-forbeslife-cx_nr_0325style.html.
12. About Counterfeiting, INT’L ANTI-COUNTERFEITING COAL., http://www.iacc.org/coun

terfeiting-statistics.html (last visited Sept. 7, 2014).
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(“DHS”), is China,13 and the report lists handbags and wallets as the
top commodity category for seizures.14 The total Manufacturer’s Sug-
gested Retail Price (“MSRP”) for these seized items accounted for
40% of the total value of counterfeit goods DHS seized in 2012.15 “Ad-
ditionally, CBP [Customs and Border Patrol] seized a commercial
shipment of counterfeit watches and commingled watches used to fa-
cilitate their importation with a MSRP of $28.7 million and a ship-
ment of 25,822 counterfeit purses worth more than $8.4 million.”16

Apparel, however, accounted for the most number of 2012 seizures, at
29%.17 Luxury goods are estimated to be only a small percentage of
the overall counterfeit market, but as the 2012 DHS report demon-
strates, counterfeit luxury goods generate a sizable amount of
revenue.

Apart from prosecuting sellers of counterfeit goods in physical
locations in the US, the international and America’s focus on stop-
ping counterfeiting activities is turned toward stopping importation of
counterfeit goods. Under the US Tariff Act of 1930,18 “it shall be un-
lawful to import into the United States any [counterfeit merchan-
dise].”19 This is logical, as demonstrated by the volume and array of
counterfeit materials seized by US Customs and Border Patrol.20 As
international sellers of counterfeit goods have become more sophisti-
cated, and promoting and selling counterfeits becomes more simpli-
fied, they have moved their stores off of the streets and onto the
Internet,21 the enforcement of intellectual property rights has had to
follow suit. The ill-fated 2012 Stop Online Piracy Act22 and Protection
of Intellectual Property Act23 bills, while primarily focused on prevent-
ing online copyright infringement by international actors, also con-

13. U.S. CUSTOMS & BORDER PROT. OFFICE OF INT’L TRADE, INTELLECTUAL PROPERTY

RIGHTS: FISCAL YEAR 2012 SEIZURE STATISTICS 11 (2012) [hereinafter 2012 SEIZURE STATIS-

TICS], available at http://www.iacc.org/assets/fy_2012_final_stats.pdf.
14. Id. at 18.
15. Id.
16. Id. at 7.
17. Id. at 18.
18. 19 U.S.C. § 1526 (2012).
19. Id. § 1526(a).
20. 2012 SEIZURE STATISTICS, supra note 13 at 6.
21. INT’L TRADEMARK ASS’N, ADDRESSING THE SALE OF COUNTERFEITS ON THE INTERNET

1 (2009), available at http://www.inta.org/Advocacy/Documents/INTA%20Best%20Practi
ces%20for%20Addressing%20the%20Sale%20of%20Counterfeits%20on%20the%20Inter
net.pdf.

22. H.R. 3261, 112th Cong. (2011).
23. Preventing Real Online Threats to Economic Creativity and Theft of Intellectual

Property Act, S. 968, 112th Cong. (2011).



760 UNIVERSITY OF SAN FRANCISCO LAW REVIEW [Vol. 48

tained components designed to address online trademark
infringement by international actors.24 The bills’ enforcement compo-
nents focused on holding intermediaries responsible for infringe-
ment. This creation of responsibility is ultimately what led entities like
Google to join in protests that spiked the bills.25

However, this focus on combating counterfeits abroad fails to re-
alize that the means and avenues of counterfeit production and sale
are not intrinsically foreign. Foreign counterfeiters are still able to
ship “blank” wares into the US to be finished state-side.26 The trade-
marks that make a $50 leather purse look like a $1,000 leather
purse—hardware, embroidery and hangtags—are then attached state-
side.27 Additionally foreign manufacturers of look-alike blanks are be-
coming increasingly skilled at producing the goods and have started
using more authentic-feeling materials.28 The fight against counterfeit
luxury goods must be Janus-faced, aware that the means of affixing
luxury trademarks in order to sell to counterfeit goods is a crime that
can happen in the US as well.

This Comment focuses on the problems inherent in the ability to
sell counterfeit goods through online intermediary marketplaces,
such as Etsy, which are designed to host unique, vintage, and hand-

24. See Jeffrey A. Lindenbaum & David Ewen, Catch Me If You Can: An Analysis of New
Enforcement Measures and Proposed Legislation to Combat the Sale of Counterfeit Products on the
Internet, 32 PACE L. REV. 567, 620–22 (2012).

25. See Mike Belleville, IP Wars: SOPA, PIPA, and the Fight over Online Piracy, 26 TEMP.
INT’L & COMP. L.J. 303, 318–23 (2012); Ned Potter, Wikipedia Blackout: Websites Wikipedia,
Reddit, Others Go Dark Wednesday to Protest SOPA, PIPA, ABC NEWS (Jan. 17, 2012), http://
abcnews.go.com/Technology/wikipedia-blackout-websites-wikipedia-reddit-dark-wednes
day-protest/story?id=15373251.

26. NAT’L INTELLECTUAL PROP. RIGHTS COORDINATION CTR., Intellectual Property
Rights Violations: A Report on Threats to United States Interests at Home and Abroad 7
(2011), available at http://www.iprcenter.gov/reports/ipr-center-reports/IPR%20Center%
20Threat%20Report%20and%20Survey.pdf; Dana Thomas, The Fight Against Fakes,
HARPER’S BAZAAR (Jan. 9, 2009), http://www.harpersbazaar.com/culture/features/the-
fight-against-fakes-0109_ (“Investigators see an increase in ‘finishing’ in the U.S.—the prac-
tice of legally shipping in generic items, then having workers, many of them illegal immi-
grants, stamp, embroider, or attach the logo or other identifying details. ‘Anything that
can be brought in blank is being brought in blank,’ says Heather McDonald, a partner in
the intellectual-property group at the law firm of Baker Hostetler in New York. ‘They can
attach a Prada tag or interlocking GG on demand. And they are very indiscriminate. It
doesn’t matter if the design is from the brand or not. They put the logo on whatever they
think will sell.’”).

27. See Thomas, supra note 26.
28. Elizabeth Holmes, The Finer Art of Faking It, WALL ST. J. (June 30, 2011), http://

online.wsj.com/news/articles/SB10001424052702304791204576401534146929212;
Deborah L. Jacobs, How to Spot a Fake Designer Handbag, FORBES (Jan. 1, 2013), http://www
.forbes.com/sites/deborahljacobs/2013/01/01/how-to-spot-a-fake-designer-handbag/.
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made goods, and the recently popularized ability to produce exact
replicas of hardware bearing luxury trademarks through 3D printing.

Although not as considerable a threat to mark owners’ intellec-
tual property rights as foreign counterfeiting, US-based sellers produc-
ing goods that bear luxury trademarks, sold as replicas, vintage, or
new products, is an insidious trend made all the more threatening
because of the wide spread, small-scale, domestic, and culturally legiti-
mated nature of the infringement.29 Trademark owners must be
aware of, and utilize, defenses available under state and federal stat-
utes and case law to protect their marks from these so-called cottage
pirates.30

“Cottage pirates” is a phrase coined for this Comment, and it is
meant to indicate trademark counterfeiting perpetrated by domestic
producers of otherwise handmade or quasi-handmade goods31 for sale
to a domestic market basically out of sellers’ homes.32 The phrase in
part comes out of Professor McCarthy’s comment that if consumers
existed in a cottage industry market without trademarks, where quality
would vary between each maker, then the consumer would have to
examine every good purchased as a matter of course and not have the
short-cut communication of source and attendant quality which a
trademark provides.33 Trademarks exist to provide a shorthand for
consumers in the modern marketplace of produced goods, where the
means of mass-production make it almost impossible for the average
consumer to know exactly where and by whom a good has been pro-
duced.34 Ironically, the draw to unique goods markets and ostensibly
handmade goods may in part be fueled by a desire to return to an
idealized pre-mass production market, where it was still possible to
have a consumer’s-choice relationship with each batch of soup pro-
duced by each salesman-cook.

29. See infra Part II.A.
30. See infra Part III.
31. “Quasi-handmade” refers to goods that are assembled by hand, but the compo-

nent parts that make up the goods may not have been made by the person assembling
them.

32. These goods are popularly called “artisanal” in the re-emerging market of hand-
made and small-batch goods.

33. 1 MCCARTHY, supra note 1, § 2:5.
34. The NPR program Planet Money provides an anecdotal example of how consumers

have become disconnected from the process by which goods are produced and sent into
the market, with a recent journalism project tracing production of a discrete order of t-
shirts from raw material to finished consumer good, showing a production process that
spanned three continents. See How We Did this, NPR (Dec. 2, 2013), http://apps.npr.org/
tshirt/#/about.
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However, although the cottage pirates’ markets self-identify as
places of handmade, artisanal, unique, or one-of-a-kind goods, the
presence of luxury marks in these online markets indicates that they
hold the same appeal in the unique goods market as they do in the
designer shopping districts.35 This is for good reason: famous marks
are widely known, carry their own goodwill and desirable attributions,
and can be marketed to an existing segment of consumers who are
familiar with and have a positive impression of the mark.36

The popular emergence of 3D printing will only make counter-
feiting marks easier. A 2013 federal report mentions 3D printing as an
opportunity for innovation and prototyping but also an opportunity
for abuse via counterfeiting and piracy.37 A person can now scan a
legitimate mark—Chanel’s medallion of interlocking C’s for exam-
ple—and reprint an exact replica, in almost any material that can be
melted, extruded, and reset.38 The pirated mark can be reproduced
more quickly and far more accurately than other forms of copying.39

Owners of famous luxury marks must become vigilant against cottage
piracy, because unlike overseas mass counterfeiting, it has an air of
legitimacy, cannot be regulated by the usual borders-and-ports cus-
toms controls, is more responsive to the cottage pirate’s domestic mar-
ket, and is connected globally via the borderless internet.

When transferred to the virtual world of online markets, the abil-
ity to rely on the trademark becomes even more vital to protect the
consumer’s interests, but is unfortunately even easier to frustrate.40

35. See Ariel Adams, Luxury Consumers Value Products, Not Buying Experiences, FORBES

(May 23, 2013), http://www.forbes.com/sites/arieladams/2013/05/23/luxury-consumers-
value-products-not-buying-experiences/; Pierre Berthon et al., Aesthetics and Ephemerality:
Observing and Preserving the Luxury Brand, 52 CAL. MGMT. REV. 45, 53–55 (2009).

36. 3 MCCARTHY, supra note 1, § 24:104.
37. U.S. INTELLECTUAL PROP. ENFORCEMENT COORDINATOR, 2013 JOINT STRATEGIC

PLAN ON INTELLECTUAL PROPERTY ENFORCEMENT 6 (2013) [hereinafter 2013 JOINT STRATE-

GIC PLAN], available at http://www.whitehouse.gov/sites/default/files/omb/IPEC/2013-us-
ipec-joint-strategic-plan.pdf.

38. See BENJAMIN GRYNOL, DELOITTE, DISRUPTIVE MANUFACTURING: THE EFFECTS OF 3D

PRINTING 1 (2013), available at http://www2.deloitte.com/content/dam/Deloitte/ca/Doc
uments/insights-and-issues/ca-en-insights-issues-disruptive-manufacturing.pdf (discussing
the mechanics of 3D printing); Lindsay Hock, Scanning Products into 3-D, R&D MAG. (Aug.
6, 2014), http://www.rdmag.com/articles/2014/08/scanning-products-3-d (discussing the
mechanics of 3D scanning).

39. See GRYNOL, supra note 38, at 1.
40. Michelle C. Leu, Authenticate this: Revamping Secondary Trademark Liability Standards

to Address a Worldwide Web of Counterfeits, 26 BERKELEY TECH. L.J. 591, 593 (2011). eBay also
offers seller-written articles on how to identify counterfeits. For an example of a company
educating consumers on how to identify fake Tommy Bahama clothing, see buytommy,
Fake TOMMY BAHAMA, EBAY (May 8, 2006), http://www.ebay.com/gds/Fake-TOMMY-
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Whereas in the physical world, a buyer could examine a good for
other indicia of quality in addition to the mark, online buyers are at
the mercy of the seller’s integrity to label and display accurately the
item. Additionally, in the physical world, a buyer can also judge the
likelihood of authenticity and quality of goods by the context of the
sale. The brick and mortar retail outlet, or the so-called knockoff alley
of many major metropolitan centers, are locations and atmospheres
the buyer is unavoidably aware of when making the purchase.41 The
online market, however, carries no such readily apparent indicia of
legitimacy or illegitimacy, especially if the seller is falsely trading on a
valid trademark or brand name,42 or if the transaction is being carried
out within the confines of otherwise-legitimate online marketplaces.43

As previously discussed, trademarks exist to answer the question

BAHAMA-/10000000000013902/g.html. Ironically, eBay sellers will sometimes encounter
problems with authenticating their genuine brand name wares, and eBay’s automated sys-
tem will remove the listing. Suzanne A. Wells, eBay Seller Question: Trademark Violation When
Selling Clothes, EBAY SELLING COACH BLOG (May 5, 2009), http://ebaysellingcoach.blogspot
.com/2009/05/ebay-seller-question-trademark.html.

41. Willy Staley, Canal Street Booty, N.Y. TIMES (Feb. 8, 2013), http://www.nytimes
.com/interactive/2013/02/10/magazine/nine-of-a-kind-purses.html; Michael Wilson,
Catching Counterfeiters, a Real Cat-and-Mouse Game, N.Y. TIMES (July 15, 2011), http://www
.nytimes.com/2011/07/16/nyregion/counterfeiters-of-canal-street-now-thriving-a-block-
away.html; Anthony Ramirez, Chinatown Journal; On Canal St., Ferreting Out the Louis Vuitton
Imposters, N.Y. TIMES (Jan. 29, 2006), http://query.nytimes.com/gst/fullpage.html?res=9D0
2E2DE1E3FF93AA15752C0A9609C8B63; Jeff Pohlman & Andrea Day, Undercover: Venturing
into the Underground of Fake Purse Sales, TODAY (Aug. 1, 2013), http://www.today.com/mo
ney/undercover-venturing-underground-fake-purse-sales-6C10817486 (“Judy walked us up
four flights to a dingy apartment on Canal Street that was filled with counterfeit merchan-
dise. Piles of purses, belts and wallets were everywhere—on the kitchen counter, in the
sinks and bathtub and on top of the oven. They told us to be quiet and pressured us to
make our purchase and leave as quickly as possible.”).

42. Fact Sheets: Protecting a Trademark—Counterfeiting, INT’L TRADEMARK ASS’N, http://
www.inta.org/TrademarkBasics/FactSheets/Pages/Counterfeiting.aspx (last visited Oct. 2,
2014) (“Furthermore, counterfeits are now increasingly sold online creating more oppor-
tunities to dupe consumers into thinking they are buying genuine goods at discounted
prices. While some websites openly market fake goods, others pass off their goods as genu-
ine by displaying pictures of the genuine item. It is only after the consumer has received
their purchase that they realize they have been tricked into buying a counterfeit.”). Luxury
brand owners have been acting to shut down counterfeit websites trading on their marks.
Patricia Hurtado, Hermes Wins $100 Million Damages from Counterfeit Websites, BLOOMBERG

(Apr. 30, 2012), http://www.bloomberg.com/news/2012-04-30/hermes-wins-100-million-
in-damages-from-websites-selling-fakes.html.

43. For example, eBay has strong language directing sellers to create legally compli-
ant listings. Creating Legally Compliant Listings, EBAY, http://pages.ebay.com/help/sell/
compliant-listings.html (last visited Oct. 2, 2014). As discussed above, sometimes even au-
thentic listings are automatically deactivated by eBay’s system. See supra note 40. However,
even with this system of admonishing sellers and automatically patrolling the site, counter-
feits exist on the site, as evidenced by the ongoing patrol and take-down system.
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“Where did this good come from?” Ironically, it is because of the
placelessness of the Internet that trademarks are both most needed to
guide the consumer and more easily used to mislead. Because an on-
line shopper cannot examine the good in person, the trademark be-
comes the strongest indicia for the buyer that they are ordering a
genuine good. However, trademarks are easy to fake or lie about on-
line, precisely because the online buyer can’t examine the goods in
person.

Part 1 of this Comment gives an overview of US trademark law,
focused on counterfeiting and secondary infringement liability. Part 2
discusses the history of DIY in America, including the current “Maker”
movement. This Comment uses Etsy.com, an online unique goods mar-
ket, and Shapeways, an online market as well as data storage site and
producer of unique goods, as the prototypical examples of unique on-
line goods intermediaries. Part 2 also presents an introduction to 3D
printing. Given the advent and spread of low cost replication technol-
ogy, Part 3 introduces legal and cultural options the parties in-
volved—mark owners, intermediary hosts, and infringing makers—
have available to address the issue of trademark piracy in the online
unique goods market.

I. Current Trademark Law and Secondary Liability
A. Trademark Law

Trademark law in the United States is governed by the Lanham
Act, embodied in 15 U.S.C. 1041 et seq A trademark is “any word,
name, symbol, or device, or combination thereof [used in com-
merce] . . . to identify or distinguish [a producer’s] goods, including a
unique product, from those manufactured or sold by others and to
indicate the source of goods, even if that source is unknown.”44

“Brand name” is another word for “trademark,”45 and may be used
interchangeably in this paper. If a color46 or packaging shape has ac-
quired a secondary meaning that links it as an identifier of a particular
source, those non-mark features can also count as trademarks,47 for
example Gucci’s green and red stripes.

44. 15 U.S.C. § 1127 (2012).
45. Trademark Basics: Basic Facts About Trademarks: What Every Small Business Should

Know Now, Not Later, U.S. PATENT & TRADEMARK OFFICE, http://www.uspto.gov/trade
marks/basics/ (last visited Oct. 3, 2014) (“A trademark is a brand name.”).

46. Qualitex Co. v. Jacobson Prods. Co., Inc., 514 U.S. 159, 160 (1995).
47. The Coca-Cola bottle is a well-known trade dress that links the object to a particu-

lar source. Because of its secondary meaning as a source identifier, the shape of the bottle
is just as protected as the word mark “Coca-Cola.”
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To prevail on a claim of direct trademark infringement, a plain-
tiff-owner must establish that: 1) it has a valid mark entitled to protec-
tion, 2) that the defendant used the same or a similar mark in
commerce in connection with the sale or advertising of goods or ser-
vices without the plaintiff’s consent,48 3) and “that defendant’s use of
the mark ‘is likely to cause confusion as to the affiliation, connection
or association of [the] defendant with the plaintiff, or as to the origin,
sponsorship, or approval of defendant’s goods, services or commercial
activities by the plaintiff.’”49 Thus, (1) use, (2) in commerce, and (3)
likelihood of confusion are three distinct elements necessary to estab-
lish a direct trademark infringement claim.50

The remedies for infringement under the Lanham Act are statu-
tory and most often consist of injunctive relief,51 although actual dam-
ages, lost profits, and costs are also recoverable, as well as punitive
treble damages—the amount of actual damages times three—if the
infringement was found to be willful or fraudulent.52 The Lanham Act
also gives trademark owners the right to seize and destroy counterfeit
marks and goods bearing counterfeit marks.53

The Lanham Act defines what constitutes direct trademark in-
fringement, and the remedies available to the mark owner, but does
not define or give relief for secondary trademark infringement liabil-
ity. The law that exists on secondary trademark infringement liability
is a court-created doctrine based on common law tort doctrine: “One
is subject to liability if he . . . permits [a third person] to act with his
instrumentalities, knowing or having reason to know that the other is
acting or will act tortuously . . . .”54

B. Secondary Liability Case Law

Secondary trademark liability case law is rooted in the United
States Supreme Court decision in Inwood Laboratories, Inc. v. Ives Labo-
ratories, Inc.55 Trademark secondary liability doctrine is similar to copy-
right secondary liability doctrine, and the case law has sometimes
intertwined the two, borrowing standards from copyright to apply to
trademark when the legal waters became murky. This, despite secon-

48. 15 U.S.C. § 1125(a)(1)(A) (2012).
49. See 1-800 Contacts, Inc. v. WhenU.com, Inc., 414 F.3d 400 (2d Cir. 2005).
50. 15 U.S.C. § 1114 (2012).
51. 15 U.S.C. § 1116(a) (2012).
52. 15 U.S.C. § 1117 (2012).
53. 15 U.S.C. § 1118 (2012).
54. Restatement (Second) of Torts § 877(c) & cmt. d (1979).
55. 456 U.S. 844 (1982).
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dary copyright infringement liability being much easier to prove than
trademark secondary liability.56 Secondary trademark infringement li-
ability doctrine was altered by the Second Circuit’s 2010 Tiffany (NJ)
Inc. v. eBay Inc.57 decision.

In trademark, secondary or intermediary infringement liability
comes in two flavors: vicarious infringement and contributory in-
fringement, as established by the Supreme Court in Inwood.58 Vicari-
ous infringement arises when there is an agency relationship between
the direct infringer and the intermediary, or when the parties jointly
control the means of infringement.59 Vicarious liability places a defen-
dant under liability for another’s directly infringing actions if the de-
fendant had the right and ability to control the direct infringer’s
actions, and if the defendant receives a direct financial benefit from
the infringement.60 Knowledge, however, is not required.61 This
makes vicarious liability easier to prove than contributory liability, as
the plaintiff does not have to show knowledge.

The legal concept of contributory trademark infringement liabil-
ity was established in Inwood.62 The defendant must have either 1) in-
tentionally induced the direct infringer to infringe, or 2) continued to
supply product to an infringer with knowledge of the infringing activ-
ity.63 When the intermediary party supplies a service rather than a
good, the court must “consider the extent of control exercised by the
defendant over the third party’s means of infringement . . . [and]
[d]irect control and monitoring of the instrumentality used by the
third party to infringe the plaintiff’s mark.”64 Factually, these two
kinds of intermediary infringement can merge, and courts unfortu-
nately use the words “contributory” and “vicarious” interchangeably,
although intending separate standards of liability.

56. Mark Bartholomew & John Tehranian, The Secret Life of Legal Doctrine: The Divergent
Evolution of Secondary Liability in Trademark and Copyright Law, 21 BERKELEY TECH. L.J. 1363,
1369–70 (2006) (“Copyright plaintiffs have succeeded by merely alleging an ability to su-
pervise the direct tortfeasor. For trademark plaintiffs, though, the courts demand evidence
of a specific principal-agent relationship for vicarious trademark liability.”).

57. 600 F.3d 93 (2d Cir. 2010).
58. Deborah F. Buckman, Liability as Vicarious of Contributory Infringer Under the Lanham

Act—Modern Cases, 152 A.L.R. Fed. 573 (2009).
59. Perfect 10, Inc. v. Visa Int’l Serv. Ass’n, 494 F.3d 788, 803 (9th Cir. 2007).
60. Religious Tech. Ctr. v. Netcom On-Line Commc’ns Servs., 907 F. Supp. 1361, 1375

(N.D. Cal. 1995).
61. Id.
62. Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 854 (1982).
63. Id. at 855.
64. Lockheed Martin Corp. v. Network Solutions, Inc., 194 F.3d 980, 984 (9th Cir.

1999).
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In Inwood, the defendant was a pharmaceutical manufacturer who
continued to supply generic drugs to intermediary retail pharmacists
who were repackaging the products with another manufacturer’s
trademark65 The Supreme Court held:

[L]iability for trademark infringement can extend beyond those
who actually mislabel goods with the mark of another. Even if a
manufacturer does not directly control others in the chain of distri-
bution, it can be held responsible for their infringing activities
under certain circumstances. Thus, if a manufacturer or distributor
intentionally induces another to infringe a trademark, or if it con-
tinues to supply its product to one whom it knows or has reason to
know is engaging in trademark infringement, the manufacturer or
distributor is contributorily responsible for any harm done as a re-
sult of the deceit.66

Courts have applied the Inwood secondary liability logic to find
that operators of flea markets and swap meets can be held liable for
copyright and trademark infringement perpetrated by individual ven-
dors67 under a contributory liability theory. Both the Seventh and
Ninth Circuits found the venue-owner had sufficient control over
what was sold in the physical market through its ability to police its
vendors, promote the vendors’ interests by promoting the market,
and control vendors’ actions through rules and regulations.68

1. Tiffany v. eBay69 Changes the Legal Landscape

The flea markets and swap meets of the physical world have their
online incarnations, famously in eBay. And, just like in the physical
markets, there is infringement of trademarks and copyrights within
online markets. In 2004, Tiffany & Co., the famous jewelry company,
sued eBay, the US-based online auction site, for contributory trade-
mark infringement,70 using the legal concepts embodied in Inwood,
Hard Rock Cafe, and Fonovisa.71 This case was one of first impression
for the Second Circuit: contributory trademark infringement as ap-

65. Inwood, 456 U.S. at 847.
66. Id. at 853–54.
67. Hard Rock Cafe Licensing Corp. v. Concession Servs., Inc., 955 F.2d 1143 (7th

Cir. 1992); Fonovisa, Inc. v. Cherry Auction, Inc., 76 F.3d 259 (9th Cir. 1996).
68. Fonovisa, 76 F.3d at 263; Hard Rock, 955 F.2d at 1149.
69. Tiffany (NJ), Inc. v. eBay, Inc., 600 F.3d 93 (2d Cir. 2010).
70. Id. at 101–02. Tiffany also brought a direct trademark infringement claim against

eBay for its use of the Tiffany mark on its website. The court dismissed the claim, finding
that the use was to describe the genuine Tiffany goods available for sale on the website,
and not the counterfeits eBay had invested resources into removing or preventing. Id. at
102.

71. Id. at 104.
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plied to an online marketplace.72 Since Tiffany’s exclusively sells new
goods in its brick and mortar stores, through its catalogues, and on its
website,73 any good on eBay was then either an unlicensed good or a
counterfeit.74 Whether genuine but unlicensed or counterfeit, the
goods infringed on Tiffany’s trademark rights, and caused consumer
confusion as to source of the goods. In this case the direct infringe-
ment at issue was committed by eBay users who sold counterfeit Tif-
fany’s merchandise.75 Scanning for these infringing goods on the
eBay website was as easy as searching for any “new” Tiffany’s product
listings. The issue for the court became whether an online auction site
bears some duty or responsibility for its seller-users’ infringing
actions.76

In a four-year period eBay earned $4.1 million in revenue from
listings with “Tiffany’s” in the title.77 Because it is not illegal to resell
genuine Tiffany’s products, it is unknown what percentage of this rev-
enue came from sale of counterfeits.78 eBay had also bought spon-
sored links on search engines so that a search for “Tiffany’s” resulted
in a sponsored link inviting the searcher to find Tiffany’s products on
eBay, and advised its sellers in the Jewelry and Watch category, on its
website, to take advantage of the demand for Tiffany’s merchandise.79

The court determined eBay did not fall under the first Inwood prong
for contributory infringement, as there was little to no evidence that
eBay induced sellers to traffic in counterfeit goods, and in fact eBay
blocked seller sites that were reported and found to be infringing.80

The Court, however, did find that eBay was supplying a venue for
the sales, that it could exercise control over the sales by blocking cer-
tain sellers or goods by deactivating accounts or via the rules and regu-
lations of the site, and that eBay was profiting from the sale of
counterfeit Tiffany’s products.81 eBay’s control over its online market-

72. Id. at 105.
73. Id. at 100.
74. Id.
75. Id. at 96.
76. Id. at 103 (“The more difficult issue, and the one that the parties have properly

focused our attention on, is whether eBay is liable for contributory trademark infringe-
ment—i.e., for culpably facilitating the infringing conduct of the counterfeiting
vendors.”).

77. Id. at 98.
78. Id. at 99.
79. Id. at 101.
80. Id. at 110 (“Without more, however, this knowledge is insufficient to trigger

liability.”).
81. See generally id. at 99. The district court found that eBay retained “significant con-

trol . . . over the transactions and listings facilitated by and conducted through its website.”
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place, the revenues generated in part by counterfeiting activity, and
promotion of the infringing, placed eBay factually within the scope of
the standards set in Hard Rock Cafe, and Fonovisa, in which market
owners were held liable for allowing infringement to occur through
their marketplace, and encouraging the infringement by promoting
the marketplace where the infringement occurred.82 The Tiffany
Court, however, rejected Tiffany’s argument that eBay was liable for
contributory trademark infringement.

Although eBay exercised control over its online auction website,
and removed specific infringing listings Tiffany’s brought to its atten-
tion, “and took affirmative steps to identify and remove illegitimate
Tiffany goods,”83 the Court held that eBay lacked the requisite knowl-
edge about specific infringing conduct.84 The court rejected Tiffany’s
reading of Inwood to allow for either direct or circumstantial evidence
of infringement as the basis for the intermediary’s knew or should
have known awareness of counterfeiting activity on its website.85 The
court held that eBay’s generalized awareness of the infringement
problem was insufficient to impose a duty on eBay to actively police
for trademark infringement by its users, and was also insufficient
knowledge to create secondary liability for the infringement.86 eBay
was therefore not liable for contributory trademark infringement, de-
spite ample examples of direct infringement on the website by their
users.87 What seems to have saved eBay from the straights of being
neither “knowledgeable” nor “willfully blind” enough to be contribu-
torily liable under Inwood was: 1) its terms of service, 2) the notice-
and-take-down VeRO (Verified Rights Owner) program, and 3) spe-
cific automatic warnings triggered by a seller listing merchandise

Id. at 105 (internal quotation marks omitted). On appeal, eBay did not argue that it was
not subject to the Inwood standards. Id.

82. Fonovisa, Inc. v. Cherry Auction, Inc., 76 F.3d 259, 264 (9th Cir. 1996) (“Indeed,
it would be difficult for the infringing activity to take place in the massive quantities alleged
without the support services provided by the swap meet. These services include, inter alia,
the provision of space, utilities, parking, advertising, plumbing, and customers.”); Hard
Rock Cafe Licensing Corp. v. Concession Servs., Inc., 955 F.2d 1143, 1149 (7th Cir. 1992)
(“[W]e believe that the Inwood Labs. test for contributory liability applies. CSI may be liable
for trademark violations by Parvez if it knew or had reason to know of them. But the factual
findings must support that conclusion.”).

83. Tiffany, 600 F.3d at 103.
84. Id. at 109 (“[W]e agree with the district court that Tiffany’s general allegations of

counterfeiting failed to provide eBay with the knowledge required under Inwood.” (internal
quotation marks omitted)).

85. Id. at 107–08.
86. Id.
87. Id.
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under a “Tiffany’s” heading, and other filtering measures to “ferret[ ]
out” illegal listings.88

The Court rejected Tiffany’s argument that evidence of the in-
fringing activity “taken as a whole” should provide a basis for sufficient
knowledge on eBay’s part, because Tiffany’s argument for knowledge
accruing to contributory liability relied not on knowledge of individ-
ual infringements, but on knowledge of a trend of infringement, the
Court rejected it.89 The Court, in explanation, cited to the Supreme
Court’s discussion of contributory infringement standards in copy-
right versus trademark in Sony Corp. of America,90 which, citing Inwood,
discussed the required knowledge of identified individuals engaging
in infringing conduct.91 This neutralized Tiffany’s argument that gen-
eral knowledge—not individualized—constitutes sufficient knowledge
for liability.92 The Tiffany Court also pointed to the language of the
Inwood standards themselves: “defendant who ‘continues to supply its
products [or services] to one whom it knows or has reason to know is
engaging in trademark infringement.’”93

As Hard Rock Cafe and Fonovisa held, and the Tiffany Court reaf-
firmed, the intermediary cannot be either willfully blind, or have ac-
tual or constructive knowledge of infringement without also having
either a duty to act or else be liable for the seller’s infringement.94

There is no duty created by the Lanham Act for the intermediary sup-
plier of services or goods to ensure protection and respect of the mark
against a generalized infringement trend. Since eBay removed the in-
fringing listings Tiffany’s brought to its attention through eBay’s Veri-
fied Rights Owner Program,95 the court held it would take more to
show that eBay was willfully blind to infringement not otherwise re-
ported by Tiffany.96 “Some contemporary knowledge of which particu-
lar listings are infringing or will infringe in the future is necessary.”97

eBay’s defense against claims of willful blindness were aided by the

88. Id. at 98–99.
89. Id. at 107 (“We think that Tiffany reads Inwood too broadly.”).
90. Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 417 (1984).
91. Tiffany, 600 F.3d at 108.
92. Id.
93. Id. at 107.
94. Id. (“Accordingly, the district court concluded that for Tiffany to establish eBay’s

contributory liability, Tiffany would have to show that eBay knew or had reason to know of
specific instances of actual infringement beyond those that it addressed upon learning of
them.” (internal quotation marks omitted)).

95. Id. at 99.
96. Id. at 110.
97. Id. at 107.
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fact that eBay removed whatever infringement Tiffany’s reported.98

The Court held that eBay, and any similarly situated intermediary auc-
tion site, was not obligated to do more.99

2. Tiffany Take-Aways for Online Intermediary Markets

The take-away an intermediary might glean from this recent de-
velopment in the Inwood lineage is simple: follow eBay’s model, both
in venue-hosting and in policing. Intermediaries need only commit
themselves to a reactive stance of removing the infringing material
that is brought to its attention, under a notice and take down sys-
tem.100 Under the Digital Millennium Copyright Act (DMCA), an on-
line intermediary found to be hosting copyright-infringing material is
served with a notice of infringement by the owner of the work, and
given an opportunity to remove it, before further legal action is
taken.101 eBay received its pass from the Court because “eBay
promptly removed all listings that Tiffany challenged as counterfeit
and took affirmative steps to identify and remove illegitimate Tiffany
goods.”102

Although arguably online auction sites are as much an intermedi-
ary provider of a sales venue as the owner of a physical flea market,
the Tiffany court indicates an unwillingness to view direct control over
the website and general knowledge of potential or actual infringe-
ment as analogous to the market owner who is able to physically patrol
the market grounds for counterfeiting.103 The eBay-like online market
intermediary, while not actually gaining knowledge or having to
spend resources policing its site for specific instances of trademark
infringement, remains beholden to act only when activated by the
trademark owner’s identification of the illegal good.

C. Trademark Whac-a-Mole

As illustrated by the conversation between panelists from 20th
Century Fox and Google at the 2013 McCarthy Trademark Sympo-
sium panel on intermediary liability for online infringement, IP own-
ers feel maligned by intermediaries’ refusal to patrol for infringement

98. Id. at 99.
99. Id. at 110.

100. 17 U.S.C. § 512 (2012).
101. Id. § 512(c).
102. Tiffany, 600 F.3d at 103.
103. Fonovisa, Inc. v. Cherry Auction, Inc., 76 F.3d 259, 264–65 (9th Cir. 1996).
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occurring in their virtual territory.104 The lack of vigilance on the part
of intermediaries is unsurprising since a percentage of their profits is
derived from the very infringing activities IP owners want to stop.105

Trademark owners argue that since intermediaries control the archi-
tecture and content of the space, with that power comes equal legal
responsibility.106 Intermediaries, on the other hand, decline to do
trademark owners’ patrolling for them, arguing in part that resources
spent on patrol and removal would sap resources better used for
innovation.107

Ultimately frustrated, IP owners are left to patrol for infringe-
ment on a case-by-case basis. This practice is colloquially referred to as
“playing whac-a-mole”;108 likening enforcement of IP rights against in-
dividual online violations to the popular arcade game where the ob-
ject is to hit a target (a mole) repeatedly in a multitude of locations.109

Often the IP owners are sending DMCA take down notices, a one-by-
one process that the 20th Century Fox lawyer likened to “emptying
the ocean with a teaspoon.”110 This individually-targeted system is akin
to RIAA’s lawsuits during the Napster years: small groups of infringing
users were caught and forced to bear the brunt of the overall prob-
lem.111 Napster, as an intermediary, was finally found responsible for
its user’s activities once it was shown vicariously liable under copyright
doctrine of actually and constructively knowing that its site was being
used for the infringement.112

104. Elizabeth Valentina, Remarks at the Panel Discussion: Online Infringement and
Intermediary Responsibility: Facing Enforcement Challenges Across Online Platforms, at
the University of San Francisco McCarthy Institute Trademark Symposium: Trademark
Challenges (Feb. 28, 2013), in USFSchoolofLaw, McCarthy Symposium Infringement—Part 3,
YOUTUBE (Mar. 22, 2013), https://www.youtube.com/watch?v=G1b3j1GFG0o&feature=
youtu.be [hereinafter Trademark Symposium] (remarks start at 20:00).

105. For example, as discussed above, a percentage of sales of Tiffany’s goods on eBay
were counterfeit goods. Ebay took a percentage listing and sales fee on each sale, regard-
less of the legal status of the items sold. See supra Part I.B.1.

106. Trademark Symposium, supra note 104, at 1:02:40-1:03:50.
107. Id.
108. Id.
109. Chris Higgins, The Origins of Whac-a-Mole, MENTAL FLOSS (Apr. 12, 2010), http://

mentalfloss.com/article/24435/origins-whac-mole.
110. Trademark Symposium, supra note 104, at 1:01:45.
111. Capitol Records, Inc. v. Thomas-Rasset, 692 F.3d 899 (8th Cir. 2012).
112. A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004 (9th Cir. 2001).
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D. Search Function Shows the Infringement, But Not to the
Online Intermediary

In light of Tiffany, an online intermediary may not be encouraged
or even advised to be actively vigilant over the un-flagged activities of
its users. Under the Inwood standards, as analyzed by the Second Cir-
cuit, passivity is currently the surest way to remain not liable for user-
generated content hosted on the site. The plaintiff in Tiffany, attempt-
ing to show that eBay had the requisite knowledge of counterfeits be-
ing sold on the site, entered into evidence the search results showing
obvious infringements.113 This, however, did little to persuade the
court.

The Tiffany court’s holding—that showing search results clearly
linked to counterfeit goods was not sufficient to show that the inter-
mediary had the requisite knowledge to make inaction equal liabil-
ity—was in harmony with the Second Circuit’s later opinion
concerning online intermediaries’ liability for copyright infringement
by users, in Viacom Int’l, Inc. v. YouTube, Inc.114 The issue turned on
whether the service provider had the requisite “actual knowledge” or
“aware[ness] of facts of circumstances from which infringing activity is
apparent”115 to require take-down action under penalty of contribu-
tory infringement liability. Viacom, owner of the copyrighted materi-
als YouTube users were uploading to the site, argued that YouTube
would have to be willfully blind to the infringement. They argued that
the infringement gave actionable red-flag knowledge,116 because the
site’s search function would return Plaintiff’s copyrighted works in re-
sponse to a user’s query for them.117 The court rejected this arguably
common-sense argument, citing Tiffany and explaining in a footnote:
“In Tiffany, we rejected a willful blindness challenge, holding that al-
though eBay ‘knew as a general matter that counterfeit Tiffany prod-
ucts were listed and sold through its website,’ such knowledge ‘is
insufficient to trigger liability.’ . . . Thus, the Tiffany holding counsels

113. Tiffany, 600 F.3d at 113.
114. 676 F.3d 19, 30 (2d Cir. 2012).
115. 17 U.S.C. § 512(c)(1)(A) (2012).
116. Viacom Int’l, Inc. v. YouTube, Inc., 676 F.3d 19, 31 (2d Cir. 2012) (“[T]he red

flag provision turns on whether the provider was subjectively aware of facts that would have
made the specific infringement ‘objectively’ obvious to a reasonable person.”).

117. Id. at 39 (“The playback process involves deliver[ing] copies of YouTube videos to
a user’s browser cache in response to a user request. The District Court correctly found
that to exclude these automated functions from the safe harbor would eviscerate the pro-
tection afforded to service providers by § 512(c).” (internal citations omitted) (internal
quotation marks omitted)).
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in favor of explicit fact-finding on the issue of willful blindness.”118

Viacom was remanded to the District Court, which held that although
users could locate infringing content on the site simply by using the
search function YouTube had control over, “YouTube’s search tech-
nologies are an ‘automated system’ where ‘users alone choose’ to view
infringing content, that YouTube does ‘not participate in those deci-
sions,’ and that YouTube therefore does not control the infringing
activity.”119

This logic, if adopted beyond the Second Circuit, would effec-
tively conflate the actual knowledge and willful blindness standards,
and make evidence of search results of either moot. Turning toward
3D printing intermediaries, however, presents the issue of both the
user’s ability to find infringing material on the website, as well as the
pricklier and as-yet novel issue of an online intermediary physically
handling and even creating the infringing goods uploaded by users.

II. Unique Goods Markets, 3D Printing, and Liability

A. DIY and Makers: Source of the Problem, Potential Source of
the Solution

The Internet provides a means to form communities of common
interest, and DIY is no exception. The term “do it yourself,” or DIY,
rose to popular use in America in the 1950’s to describe home mainte-
nance and decorating activities homeowners could undertake without
professional help,120 aided by the introduction of home-repair tools
like the cordless drill.121 DIY became more countercultural in the late
1960’s and 70’s,122 and was the driving ethos of emergent counter-
and sub-cultures in the 1970’s, 80’s, and 90’s.123

118. Id. at 35 n.10.
119. Viacom Int’l Inc. v. YouTube, Inc., 940 F. Supp. 2d 110, 121 (S.D.N.Y. 2013).
120. CAROL M. GOLDSTEIN, DO IT YOURSELF: HOME IMPROVEMENT IN 20TH CENTURY

AMERICA 36 (1998).
121. Id. at 49.
122. See ANDREW G. KIRK, COUNTERCULTURE GREEN: THE WHOLE EARTH CATALOG AND

ENVIRONMENTALISM (2007). The Whole Earth Catalog was originally published in 1968. Id.
The text of its first publications’ “Purpose” section read: “We are as gods and might as well
get used to it. So far, remotely done power and glory as via government, big business,
formal education, church has succeeded to the point where gross obscure actual gains. In
response to this dilemma and to these gains a realm of intimate, personal power is develop-
ing power of the individual to conduct his own education, find his own inspiration, shape
his own environment, and share his adventure with whoever is interested. Tools that aid
this process are sought and promoted by the WHOLE EARTH CATALOG.” Id. at 3.

123. See generally FAYTHE LEVINE & CORTNEY HEIMERL, HANDMADE NATION: THE RISE OF

DIY, ART, CRAFT, AND DESIGN (2008) (reproducing interviews with regional American inde-
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The term “Makers” was popularized by MAKE magazine,
launched in 2005124 Maker refers to the late-20th Century, technologi-
cally-infused wave of DIY: Internet-connected and savvy, these DIYers
look at their community as one of social and political power, a hobby,
and potentially as a business opportunity.125 Maker culture encour-
ages the concept of the “professional amateur.”126 The prototypical
Maker is traditionally educated,127 and yet is often self-taught in
whatever skills or crafts she is pursuing, and has the ability to join
meaningfully in the international cybermarket of ideas and to shape
policy and acceptable behavior in both the physical and the cyber
world.128

The global rise of Maker culture coincided with—and was made
possible by—the Internet and its technological growth, supporting
high quality video and photos, cheap digital storage, and widespread
access across geography.129 It is inevitable, then, that the memes130

and interests of the modern DIY community—in global movements,
in marketing, in self-expression, information, and entertainment—
combine, and potentially collide with existing systems of law and
culture.

pendent craft business people taken in the authors’ documentary of the same name); TEAL

TIGGS, FANZINES: THE DIY REVOLUTION (2010) (chronicling the history of the fanzine—
handmade, small-batch, niche magazines—as a medium); ALLEN O’CONNOR, PUNK RECORD

LABELS AND THE STRUGGLE FOR AUTONOMY: THE EMERGENCE OF DIY (2008) (chronicling the
history of independent punk rock labels in America).

124. Maker Faire, The Maker Movement, http://makerfaire.com/maker-movement/
(last visited Oct. 2, 2014).

125. Noelle Swan, The “Maker Movement” Creates DIY Revolution, CHRISTIAN SCI. MONITOR

(July 6, 2014), http://www.csmonitor.com/Innovation/2014/0706/The-maker-movement-
creates-D.I.Y.-revolution; Tim Bajarin, Why the Maker Movement Is Important to America’s Fu-
ture, TIME (May 19, 2014), http://time.com/104210/maker-faire-maker-movement/.

126. “Professional amateur” is a term used by Charles Leadbetter to describe the eco-
nomic and sociological trend of amateurs pursuing interests or activities to professional
standards. See CHARLES LEADBETTER & PAUL MILLER, THE PRO-AM REVOLUTION: HOW EN-

THUSIASTS TODAY ARE CHANGING OUR ECONOMY AND SOCIETY (2004).
127. MAKE & INTEL, MAKER MARKET STUDY: AN IN-DEPTH PROFILE OF MAKERS AT THE

FOREFRONT OF HARDWARE INNOVATION 25–28 (2012), available at http://cdn.makezine
.com/make/bootstrap/img/etc/Maker-Market-Study.pdf.

128. Id. at 16–19.
129. See generally Evgeny Morozov, Making It, THE NEW YORKER (Jan. 13, 2014), http://

www.newyorker.com/arts/critics/atlarge/2014/01/13/140113crat_atlarge_morozov?cur
rentPage=all.

130. A “meme” is “[a]n element of a culture or system of behavior that may be consid-
ered to be passed from one individual to another by nongenetic means, especially imita-
tion.” Meme Definition, OXFORD DICTIONARIES, http://www.oxforddictionaries.com/us/
definition/american_english/meme (last visited Oct. 2, 2014).
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Law on the Internet is not “the law of the horse”131—it is not
simply another iteration or version of pre-existing technology or socio-
legal construction. But it also cannot exist in its own Wild West, forg-
ing separate legal doctrines, or ignoring the laws of the countries in
which it operates. In order to exist on the Internet, a market and a
movement must shape itself to navigate both the online and offline
code in order to grow and sustain itself and the external systems on
which it builds. The Internet, and the markets that rely on it, may be
everywhere and nowhere in particular, but its interactions with the
physical, jurisdictional world and the laws therein, are and will con-
tinue to be interlinked with its existence.

If the Maker industries want to grow, they will need venture capi-
tal investments. Established centers for investment funds are less likely
to take a long-term risk on companies supporting, attracting, or har-
boring counterfeiting activities than on companies that do not come
with the attendant risk of government action or litigation against the
company’s activity.132 As a representative from Union Square Ven-
tures, an investor in Etsy, said regarding scaling Etsy to compete with
Amazon and eBay, “It’s not the tech that’s the hard part, it’s the gov-
ernance. It’s what are the rules in the system?”133 In order to protect
the movement, Makers must be aware of the law as it is, and how it
might be shaped going forward by Makers as well as IP owners.

B. Online Unique Goods Markets

An “online unique goods market” is an online intermediary
hosted storefront, selling handmade, one-of-a-kind, small-batch, and
vintage goods.134 As previously stated, Etsy is the prototypical online

131. Frank H. Easterbrook, Cyberspace and the Law of the Horse, 1996 U. CHI. LEGAL F.
207 (1996).

132. This aversion to illegal activity would spring out of the risk management cost-
benefit analysis any prudent investor would run when deciding whether to make an invest-
ment in a company—an assertion this author does not think is revolutionary. As an exam-
ple of increased investor caution around businesses conducting illegal activities, one can
turn to the U.S. Department of Justice’s recent guidelines regarding marijuana financial
crimes, issued in response to certain states legalizing possession and sale of marijuana, and
the obvious business and investment opportunities that have and will come from such le-
galization. Memorandum from James M. Cole, Deputy Attorney General, to All U.S. Attor-
neys 2 (Feb. 14, 2014), available at http://www.justice.gov/usao/waw/press/newsblog%20
pdfs/DAG%20Memo%20-%20Guidance%20Regarding%20Marijuana%20Related%20Fin
ancial%20Crimes%202%2014%2014%20(2).pdf.

133. Can Etsy Outgrow Amazon While Staying Local?, BLOOMBERG BUSINESSWEEK (Nov. 27,
2012), http://www.businessweek.com/videos/2012-11-27/can-e-commerce-etsy-continue-
its-growth-trajectory.

134. About, ETSY, https://www.etsy.com/about?ref=about (last visited Oct. 2, 2014).
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unique goods market for this paper, but it is also far larger than any
other online market of its kind.135 It was launched in 2005, offering
“handmade and vintage items, art, and supplies, as well as regular
items such as clothing, housewares, paper goods, candles, bags and
purses, music, and wood working items.”136 At the time, other e-com-
merce sites, such as Amazon, were focused primarily on sales of new
goods produced for mass consumption.137 And online auction sites,
such as eBay, were not focused solely on new, handmade or small
batch goods, but catered to a hodgepodge of consumers and
sellers.138

In a 2012 interview with Bloomberg Business, the company was
estimated to be worth $600 million dollars, and viewed Amazon and
eBay as its main competitors in the online market.139 Changes to the
site’s definition of “handmade” in 2013 allowed third-party manufac-
turers, to sell items beyond the initial vision of solely handcrafted ar-
tisanal goods.140

Although Etsy’s CEO may publically distinguish it from eBay,141

they are essentially the same in their relationship to the users selling
items on the website the company hosts. Etsy is not directly involved in
the transaction between buyers and sellers.142 As a result, Etsy has no
control over the quality, safety, morality or legality of any aspect of the
items listed, the truth or accuracy of the listings, the ability of sellers to

135. See Christopher Null, The Five Best Online Marketplaces for Selling Handmade Goods,
PCWORLD (May 18, 2012), http://www.pcworld.com/article/255698/the_5_best_online_
marketplaces_for_selling_handmade_goods.html.

136. Company Overview of Etsy, Inc., BLOOMBERG BUSINESSWEEK, http://investing.busi
nessweek.com/research/stocks/private/snapshot.asp?privcapId=28492682 (last visited on
Nov. 13, 2014).

137. Amazon.com, Inc., Annual Report (Form 10-K) at 3 (Feb. 16, 2006), available at
http://www.sec.gov/Archives/edgar/data/1018724/000119312506034166/d10k.htm
(“Amazon.com, Inc., a Fortune 500 company, opened its virtual doors on the World Wide
Web in July 1995 and today offers Earth’s Biggest Selection. We seek to be Earth’s most
customer-centric company, where customers can find and discover anything they might
want to buy online, and endeavor to offer customers the lowest possible prices.”).

138. What to Sell Online with eBay, EBAY, http://pages.ebay.com/sellerinformation/
what-to-sell-online/index.html (last visited Oct. 2, 2014).

139. Can Etsy Outgrow Amazon While Staying Local?, supra note 133.
140. See Kathleen Davis, Will Etsy’s New Policies Turn It into eBay?, ENTREPRENEUR (Oct. 1,

2013), http://www.entrepreneur.com/article/228682; Therese Poletti, Do Etsy’s Changes
Risk Making It Like eBay?, MARKETWATCH (Oct. 3, 2013), http://www.marketwatch.com/
story/do-etsys-changes-risk-making-it-like-ebay-2013-10-03?pagenumber=2.

141. Ina Steiner, The New Etsy: An Interview with CEO Chad Dickerson, Part 2, ECOMMERCE

BYTES (Oct. 4, 2013), http://www.ecommercebytes.com/cab/abn/y13/m10/i04/s02.
142. Guidelines, ETSY, https://www.etsy.com/help/article/483 (last visited Oct. 2, 2014)

(“Etsy Shops are Independent Businesses.”).
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sell items, or the ability of buyers to pay for items. Furthermore, Etsy
does not pre-screen users, their content, or the information provided
by users.143 Like eBay, Etsy has no direct involvement with the actual
sales, although it operates the virtual space of these online markets.144

These owner-operators could arguably patrol their virtual markets for
infringing activity, as the market owners were found to be able to do
in Hard Rock Cafe, and Fonovisa.145 However, under the logic of Tiffany,
the online context changes the case law regarding intermediary own-
ers of bazarre spaces.146

1. Etsy’s Terms of Service

Although arguably sheltered by the online intermediary case law,
Etsy’s Terms of Service indemnify it against illegal activity by sellers:
“You [the seller-user] are solely responsible for your conduct and ac-
tivities on and regarding to Etsy and any and all data, text, informa-
tion, usernames, graphics, images, photographs, profiles, audio,
video, items, and links (together, ‘Content’) that you submit, post,
and display on Etsy.”147 The third listed item on the Terms of Use
“Prohibited, Questionable and Infringing Items and Activities” states
that sellers shall not “Infringe upon any third-party’s copyright, pat-
ent, trademark, trade secret or other proprietary or intellectual prop-
erty rights or rights of publicity or privacy.”148 However, beyond the
DMCA-compliant notice and take down procedure listed under the
Copyright and IP section,149 there is no other infringement-specific
language contained in the Terms of Use.150

2. Etsy on Counterfeiting

Etsy explicitly retains its right to “remove listings that we deter-
mine are not within the spirit of Etsy,” and provides a list which in-
cludes counterfeits, among other items such as human remains (but

143. Terms of Use, ETSY, https://www.etsy.com/help/article/479 (last visited Oct. 2,
2014) (referring to Section 1: “Etsy is a Venue”).

144. Guidelines, supra note 142 (“Etsy is a marketplace where people around the world
connect to buy and sell unique goods. . . . We reserve the right to remove listings that
aren’t in the letter or spirit of Etsy’s guidelines.”).

145. Supra Part I.B.1.
146. Id.
147. Id.
148. Id.
149. Copyright and Intellectual Property Policy, ETSY, http://www.etsy.com/help/article/

482?ref=hc_policy (last visited Oct. 2, 2014).
150. Terms of Use, supra note 143 (showing the absence of such language).
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not teeth or hair), real estate, and drugs.151 A review of the website’s
community forums for discussions of legal terms and procedure yields
many threads and comments from users exchanging dubious informa-
tion regarding fair use, infringement, and advised reactions to Cease
and Desist letters related to intellectual property infringement.152

There is a Help article explaining copyright, and to a limited extent
trademark, directing the reader to copyright.gov and uspto.gov, as
well as Etsy’s Copyright and Intellectual Property Policy.153 The Help
page article also contains these paragraphs:

What is my liability if I sell counterfeit (knockoff) goods?
Etsy prohibits the selling of counterfeit goods. Please do not sell
them. A seller may be held liable for selling counterfeit products if
the seller knows or has reason to know that the products are coun-
terfeit. If the seller fails to inquire about the authenticity of the
products, for fear of what such inquiry may yield, this may consti-
tute knowledge. Once knowledge has been established, a reseller
of counterfeit products may be held liable for counterfeiting . . . .
What’s the worst that could happen if I infringe?
Please don’t purposely infringe. Even if you do not have substantial
assets, you may be forced to cease publication, shut down your web-
site, or even to destroy all copies of art that include copyright
infringement.154

Curiously, the paragraph above from the Etsy Help article does
not discuss the exposure the infringing user might place Etsy in, or
steps Etsy might take against the infringer, and this information is not
included in the Terms of Use. A willful infringer is unlikely to be dis-
suaded by Etsy’s “please” language, however, and an unwitting in-
fringer is unlikely to know their actions are illegal. The presence of
these paragraphs, written and posted by Etsy, arguably indicates that
the company is aware of the potential if not the specific instances of
infringement and sale of counterfeits on its site. New, short Q-and-A
articles about what a seller should do when faced with an infringe-
ment charge have been added to the site’s help pages,155 indicating
that sellers have faced cease and desist demands, though the Q-and-A

151. Prohibited Items on Etsy, ETSY, https://www.etsy.com/help/article/4525 (last visited
Oct. 2, 2014).

152. See generally Forums, ETSY, https://www.etsy.com/forums (last visited Oct. 2, 2014)
(type “trademarks” into the text box marked “What are you looking for?” and press enter).

153. Copyright and Intellectual Property Policy, supra note 149.
154. Copyrighting and Protecting Your Work, ETSY, https://www.etsy.com/help/article/

263?ref=help_search_result (last visited Oct. 2, 2014).
155. Copyright and Intellectual Property Policy Issues, ETSY, https://www.etsy.com/help/arti

cle/3896?ref=help_search_result#Q4 (last visited Oct. 2, 2014) (answering “Why was mate-
rial removed from my shop due to a Copyright or Intellectual Property Policy issue?”).
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material does not specify whether the infringement is copyright or
trademark- related.

3. Flagging IP Issues on Etsy

Etsy specifically asks its members not to flag intellectual property
matters.156 In the Flagging section of the Site Policy, the user is di-
rected to the Copyright and Intellectual Property page. Etsy has a
Copyright and IP section157 within its 2013-updated Guidelines sec-
tion.158 It states that Etsy will remove or disable access to infringing
objects after receiving “proper notice.”159 This notice, however, much
like eBay’s policy, hinges on the owner of the IP alerting Etsy’s as-
signed agent. As much as the community or the customers may be
aware of the infringement by one of its members, the policy leaves the
patrol and complaint to the IP owner, thereby continuing the whac-a-
mole situation owners hate, and seem unable to counteract. In its own
way, Etsy has created an eBay-like VeRO system, in which only the IP
owners have standing to make a complaint about infringement.

Etsy’s invocation of the DMCA, without other direct-reporting
mechanisms available, lobs the burden to pursue an infringing listing
back to the actual owner of the IP. This effectively deactivates any citi-
zen do-gooder from reporting infringing activity within Etsy’s guide-
lines. There is currently no DMCA-equivalent for trademarks, so Etsy
coverage of IP infringement under a general umbrella of the DMCA
notice and take down umbrella may not have been legally challenged
yet, but it is an incomplete coverage of all the infringement qua coun-
terfeiting possible on the sites.

D. 3D Printing and Scanning, and 3D CAD Files

“3D printing” is the popular name for additive manufacturing.160

Additive manufacturing is one of three main types of manufacturing,
the other two being formative (casting), and subtractive (milling).161

Rather than relying on casting an existing object, making a mold to
make a new object, or milling down to a finished object from a larger
block of raw material, 3D printing is additive in that an object is cre-

156. Flagging an Item, Shop, or Review, ETSY, https://www.etsy.com/help/article/4537?
ref=help_search_result (last visited Oct. 2, 2014).

157. Copyright and Intellectual Property Policy, supra note 149.
158. Guidelines, supra note 142.
159. Id.
160. See GRYNOL, supra note 38, at 1.
161. See Andrew Nusca, 3D Printing: The Hype, the Hopes, the Hurdles, CNET NEWS (Nov.

15 2012), http://www.cnet.com/news/3d-printing-the-hype-the-hopes-the-hurdles/.
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ated by building layer upon layer of material using Computer Numeri-
cal Control (CNC) technology.162 Currently, 3D printing allows for
objects to be made in various kinds of plastics, resins, metals, and
polymers.163 A rudimentary 3D printer, the pop-cultural Thing-O-
Matic164 — is essentially a computer-directed glue gun. Many of these
printers use Acrylonitrile butadiene styrene (ABS) plastic, a thermo-
plastic that softens when heated and rehardens as it cools.165 This
plastic is then fed into the printer head, heated, and then extruded to
build the 3D object, layer by layer.166 At this level of 3D printing, the
material and the resolution are low quality, and are best for objects
that do not require a high level of detail or finish.
3D printers are versions of rapid prototyping machines, which have
been used in the automotive and aeronautical industries for de-
cades.167 The ability to print in various materials makes 3D printing
attractive as a prototyping process, as exact objects can be produced in
physical form from digital 3D wire frame models, either created from
scratch or scanned into CAD format by scanning already-existing ob-
jects.168 The medical industry has already embraced 3D printing and
scanning in making personalized prosthetic devices for patients—In-
visaline orthodontic braces and hearing aids are two common exam-
ples.169 There are also novelty 3D printers of edible objects, using
foam, chocolate, and paste .170

162. See GRYNOL, supra note 38, at 1.
163. See id.
164. Bre Pettis, MakerBot’s New 3D Printer: The Thing-O-Matic!, MAKERBOT BLOG (Sept.

25, 2010), http://www.makerbot.com/blog/2010/09/25/announcing-makerbots-new-3d-
printer-the-thing-o-matic/. Makerbot, the company that made the Thing-O-Matic, also
hosts the website Thingiverse, a store front for various 3D designers to upload their designs
and sell printed objects. See THINGIVERSE, http://www.thingiverse.com/ (last visited Sept. 7,
2014).

165. See Luke Chilson, The Difference Between ABS and PLA for 3D Printing,
PROTOPARADIGM (Jan. 27, 2013), http://www.protoparadigm.com/blog/2013/01/the-dif
ference-between-abs-and-pla-for-3d-printing/.

166. See makerbot, *NEW* How It Works—MakerBotting 101, YOUTUBE (Jan. 7, 2012),
https://www.youtube.com/watch?v=euZivv8ySyA.

167. 3D Printing Basics, 3DERS.ORG, http://www.3ders.org/3d-printing-basics.html (last
visited Sept. 7, 2014).

168. See LINDA SHAPIRO & GEORGE STOCKMAN, Chapter 14—Models and Matching, in COM-

PUTER VISION (2000), available at https://courses.cs.washington.edu/courses/cse576/
book/ch14.pdf; John Herman, How to Get Started: 3D Modeling and Printing, POPULAR

MECHANICS (Mar. 15, 2012), http://www.popularmechanics.com/technology/how-to/
tips/how-to-get-started-3d-modeling-and-printing.

169. See Nusca, supra note 161.
170. See EPSRCvideo, World’s First Chocolate Printer, YOUTUBE (July 4, 2011), https://

www.youtube.com/watch?v=BIFi8but3Vw.
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In order to give the printer something to print, however, there
must be a CAD file of an object for it to print from—the blueprints, so
to speak, of the object.171 A CAD file can be created from scratch,
much like a wire model for digital animation.172 Or a CAD file can be
created by scanning an existing object using a 3D scanner, which cre-
ates a digital wireframe model of the object.173

Due to the limitations on printing material, the home-use of
desktop 3D printers and scanners is currently more of a novelty than
an industrial revolution.174 This is likely to remain the case for some
time, although the range of printing materials will expand and the
price to print in them will likely fall if and when consumer demand
increases.175 Professional companies, as well as open source websites
such as Thingiverse, and The Pirate Bay, the notorious bit torrent site
and global bane of IP owners, serve as exchange points for existing 3D
CAD files.176 These different file-sources serves as an example of how
legitimate and illegal activities exist side by side within the 3D printing
and DIY context.

The concern for owners of luxury trademarks is that as 3D scan-
ning and printing capabilities advance, unlike current building-from-
scratch counterfeiting techniques, a counterfeiter would need only
one original authentic trademark-bearing object to scan, once, any-
where in the world creating a CAD file. The CAD file can then be
uploaded, shared or transferred, and the counterfeit object can be
printed in any material available from an intermediary printer, creat-
ing an almost exact replica.177 Unlike paper currency178 or digital

171. See MICHAEL WEINBERG, PUBLIC KNOWLEDGE, IT WILL BE AWESOME IF THEY DON’T
SCREW IT UP 2 (2010) available at http://www.publicknowledge.org/files/docs/3DPrinting
PaperPublicKnowledge.pdf.

172. See id. at 3.
173. See id.
174. See Carl Bass, An Insider’s View of the Myths and Truths of the 3-D Printing ‘Phenome-

non,’ WIRED (May 28, 2013), http://www.wired.com/2013/05/an-insiders-view-of-the-hype-
and-realities-of-3-d-printing/.

175. To see the variety of materials 3D printed objects can be made out of, see 3D
Printing Materials, SHAPEWAYS, http://www.shapeways.com/materials (last visited Sept. 7,
2014).

176. Ray Walters, The Pirate Bay Declares 3D Printed “Physibles” as the Next Frontier of Piracy,
EXTREMETECH (Jan. 24, 2012), http://www.extremetech.com/electronics/115185-the-pi
rate-bay-declares-3d-printed-physibles-as-the-next-frontier-of-piracy.

177. This fear is not unreasonable: CAD files created through 3D scanning can be
stored indefinitely and sent over the Internet to a printing company such as Shapeways. See
How Shapeways 3D Printing Works, SHAPEWAYS, http://www.shapeways.com/about/how_does
_it_work?li=nav (last visited Oct. 2, 2014).

178. Speaking of currency, there is nothing physically inherent in coins as objects to
stop 3D scanning—and printing—counterfeit coins.
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copyrighted objects, there is little, if anything, about an original object
that could foil an attempt to 3D scan it for counterfeiting purposes,
unless the material cannot be printed or the shape lacks the requisite
structural integrity for 3D printing. However, these printing limita-
tions are shrinking as the industry evolves.179 The limits posed by the
price of the material will also decrease by the legitimate use of the
process, but the physical marks and symbols that demarcate a luxury
good, such as charms, buttons, or hardware– are typically not large
and so would not be cost-prohibitive per unit to print, even with the
more expensive materials.180

IP owners risk their goods being copied and sold illegitimately
with any release of the goods into the market, a potential loss that is
built into the cost of the good itself.181 However, 3D scanning and
printing is to physical objects what the digitization of sound record-
ings was to the music industry, or high quality photocopiers to the
publishing industry. If the CAD file of a scanned object was made
available through a website or Peer to Peer network, a counterfeiter
would not be required to access the authentic original item, a 3D scan-
ner, or a printer. Instead, creating the counterfeit object could be
jobbed out to a third party and the counterfeiter would be shipped
the counterfeit replicas as if conducting legitimate business.

E. Shapeways as the Prototypical 3D Printing Online Intermediary
Company

For the purpose of this paper, Shapeways will serve as the proto-
typical 3D printing online intermediary company. This is because it is
both a civilian-accessible 3D printing company that offers printing in a
variety of materials, and because, like Etsy and eBay, it is also a com-
munity-centric online goods marketplace.182 Founded in the Nether-

179. See 2013 JOINT STRATEGIC PLAN, supra note 37, at 6. Additionally, the variety of
materials available is always increasing. The scope of available printing materials from
Shapeways—this Comment’s prototypical 3D printer intermediary company—has and con-
tinues to expand. See How Shapeways 3D Printing Works, supra note 177.

180. For example, see Guido, What Does a 3D Printed Bunny Cost?, SHAPEWAYS (May 17,
2012), http://www.shapeways.com/blog/archives/1354-what-does-a-3d-printed-bunny-
cost.html.

181. MERGES ET AL., supra note 2, at 14 (“Intellectual property protection is necessary to
encourage inventors, authors, and artists to invest in the process of creation. Without such
protection, other could copy or otherwise imitate the intellectual work without incurring
the costs and efforts of creation, thereby inhibiting the original creators from reaping a
reasonable return on their investment.”).

182. About Us, SHAPEWAYS, http://www.shapeways.com/about/ (last visited Oct. 2,
2014).
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lands, but currently headquartered and producing in New York City,
the company prints goods to-order, on demand from either designers
who want a physical prototype from the 3D CAD file they have cre-
ated, or for a consumer who has purchased a 3D printed good from
one of the designer-user’s online Shapeways stores.183

Unlike Etsy or eBay, which are only a venue-provider and do not
take possession of the products or physical shipping, Shapeways serves
the functions of producer, shipper, and customer service representa-
tive for the designer-sellers that use the company’s printing and on-
line market services.184 That difference, as yet untested, may make a
world of legal difference. Shapeways is currently, although potentially
unknowingly, hosting CAD files that infringe on intellectual property
rights,185 and physically printing infringing objects off of those files at
customers’ requests.186

Shapeways’s public attitude toward the user, as reflected in its
FAQ section, is one of support and co-collaboration: “You as a de-
signer retain all your intellectual property rights in your 3D de-
sign.187“ But the language quickly takes the same user-liability stance
as Etsy’s: “By uploading your 3D design, you warrant that it is your
original creation and not copied from any third party and/or entity.
You warrant that your User Generated Content will not infringe the
intellectual property rights of third parties.188“Shapeways takes the
user-responsibility language a step further than Etsy, and assigns legal

183. How Shapeways 3D Printing Works, supra note 177; Featured Products, SHAPEWAYS,
http://www.shapeways.com/featured?li=nav (last visited Oct. 2, 2014).

184. The Shapeways Shops, SHAPEWAYS, http://www.shapeways.com/betashops/index
(last visited Oct. 2, 2014).

185. See, e.g., dgiano, Coach, SHAPEWAYS, http://www.shapeways.com/model/328676/
coach.html?li=search-results&materialId=6 (last visited Oct. 2, 2014) (buckles featuring the
Coach logo); NBreukerPhotography, Gucci, SHAPEWAYS, http://www.shapeways.com/
model/1281098/gucci.html?li=search-results&materialId=91 (last visited Oct. 2, 2014) (the
Gucci trademarks); lensman, Flying Pig Designer 3, SHAPEWAYS, http://www.shapeways.com/
model/764570/flying-pig-designer-3.html?li=search-results&materialId=26 (last visited
Oct. 2, 2014) (Louis Vuitton trademark on self-proclaimed fan art); SketchyStories, Link
Statue, SHAPEWAYS, http://www.shapeways.com/model/772591/link-statue.html?li=product
Group&materialId=26 (last visited Oct. 2, 2014) (video game character); LuraSDesign,
Futurama Fry Meme, SHAPEWAYS, http://www.shapeways.com/model/1682892/not-sure-if-
3d-fry-meme-or-futurama-fanart.html?li=productGroup&materialId=26 (last visited Oct. 2,
2014) (Fox cartoon character); SHAPEWAYS, http://www.shapeways.com/ (last visited Oct.
2, 2014) (enter “Sailor Moon” into the text box and click “Search”) (a glut of copyright-
infringing unlicensed Sailor Moon pieces).

186. How Shapeways 3D Printing Works, supra note 177.
187. Shapeways Terms and Conditions, SHAPEWAYS, http://www.shapeways.com/terms_

and_conditions (last updated Mar. 2013).
188. Id.
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responsibility for any liability imputed to Shapeways as well: “Should
your User Generated Content nevertheless be found to be infringing
and/or in violation of any law, you will defend Shapeways against
third party claims, and be held liable for all (direct and indirect) dam-
ages and costs incurred by Shapeways with respect to such claims.”189

The strength of this unilateral assignment of liability has yet to be
tested in court.

Like Etsy, Shapeways’s list of prohibited products includes what
infringes on intellectual property rights, and defines them as “copy-
right, patent, registered design, design right, trademark, trade secret
or any other proprietary or industrial right.”190 Also like Etsy, there is
no further explanation of what those terms mean legally, or any proof
that a user has actually read this language before clicking “Agree” to
the Terms of Service.

Shapeways, like Etsy, also disclaims any “obligation to review the
User Generated Content and can in no way be held responsible for
the content of the User Generated Content,” and like most internet
intermediaries dealing with potentially copyright-infringing work, im-
plements a Notice and Take Down Policy modeled on the DMCA.191

Interestingly, unlike Etsy, Shapeway’s Notice and Take Down policy
invites the users to report infringing material: “In case you find con-
tent on the Shapeways website which you think is inappropriate, might
infringe your intellectual property right or does not comply to our
content policy, please notify us.192“ However, exactly like Etsy,
Shapeways’s notification system follows the DMCA’s reporting steps
exactly, and requires that the owner of the intellectual property being
infringed sign or authorizes the notification.193 This leaves the would-
be independent reporter with no direct means to alert the company
to infringing items it is hosting on its site.

Shapeways is, however, in a unique position as an online interme-
diary because of the services it offers: it is a data storage location of
user-uploaded 3D CAD files; it prints 3D models on demand from
those files, using its facilities; and it ships orders directly to purchasers
of the 3D print.194 Unlike Etsy, which does not handle the objects

189. Frequently Asked Questions, SHAPEWAYS, http://www.shapeways.com/support/faq
(last visited Oct. 2, 2014).

190. Shapeways Terms and Conditions, supra note 187.
191. Id.
192. Shapeways Content Policy and Notice Takedown Procedure, SHAPEWAYS, http://www

.shapeways.com/legal/content_policy (last visited Oct. 2, 2014).
193. Id.
194. How Shapeways 3D Printing Works, supra note 177.
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being sold, but only acts as the intermediary host of the website,
Shapeways has total control over the objects’ creation and distribution
to the consumer, in that Shapeways receives the order to print an ob-
ject otherwise existing only in an intangible CAD file, prints the ob-
ject, and ships it.195 This physical relation to a potentially infringing
object creates uneasy legal ground for Shapeways, should it ever have
to defend its knowledge of trademark infringement. While Shapeways
could argue that it does not actively police the contents of the CAD
files uploaded to its site, and follows a similar eBay Notice and Take
Down regime, because there is physical contact with the infringing
objects Shapeways would have to prove that it somehow still lacked
actual or constructive knowledge of infringement, and that it was not
willfully blind to infringement occurring.

The company’s published Notice Take Down language addresses
this in two ways: “Further, in case a 3D model which is found to be
infringing, has already been turned into a printed model, we retain
the right to destroy it, provided it is still in our possession.196And,

With regard to non-published 3D design,197 in order to protect
third party intellectual property right owners who, in such case,
may not be able to benefit from our Notice-Take-Down Procedure,
we retain the right to review and refuse any order when it, in our
own discretion, appears to infringe third party intellectual property
rights, or, in our discretion the 3D model does not comply with
this Content Policy.198

A company retaining the right in the Terms of Use to destroy
infringing prints shows an ability to know about infringement at the
point of control, arguably sufficient for the Tiffany secondary liability
standard. The counter argument though is that a manual laborer
dusting nylon scaffolding powder off of a finished piece cannot possi-
bly be responsible, as an individual, for recognizing all trademarked
or copyrighted objects. Nor could the intermediary be held responsi-
ble for cataloguing all current validly registered US trademarks to po-
lice for infringement. This is not, however, an airtight defense.
Furthermore, Shapeways arguably falls outside of any protection it
seeks under the DMCA, due to the physical in-person awareness it
gains about each printed piece ordered through its service, as it
prints, cleans and packages it. Under the DMCA, as shown in Tiffany
and Viacom, discussed above, passivity grants immunity, but the inter-

195. Id.
196. Shapeways Content Policy and Notice Takedown Procedure, supra note 192.
197. See Shapeways Terms and Conditions, supra note 187.
198. Shapeways Content Policy and Notice Takedown Procedure, supra note 192.
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mediary is sheltered under the DMCA if it acts only as a conduit of
materials or information, as opposed to actively creating the infring-
ing goods199

It has so far been untested whether Shapeways is liable for vicari-
ous or contributory infringement, or whether its standard operating
procedures actually reflect its policy-retained rights to act. It is inter-
esting that the Shapeways assigns the right to patrol to third party
owners. There is no public record that Shapeways has ever reported
an infringing user to intellectual property owners, but this is not to say
it has not happened. An online intermediary turning its infringing
users over to the corporate legal departments, however, would likely
have raised some kind of stir in the technical or legal communities,
and the lack of such an uproar leads this author to believe it has not
yet happened.

F. Self-Awareness in the 3D Marketplace

Tiffany was a case about trademark infringement by users of an
online auction site.200 There is so far no case law concerning a 3D
printer’s intermediary liability. This has led to a duality in attitudes
toward what is a good or advisable business practice in the 3D printing
community. The first stance is one of unsurprising optimism and en-
trepreneurship, a full-speed-ahead sort of attitude toward challenges
the emerging technology might face from established parts of the
market or regulators.201 The other stance is expressed in Michael
Weinberg’s It Will Be Awesome If They Don’t Screw It Up.202 Written in
2010, the white paper is from the perspective of a Maker, and is there-
fore supportive 3D printing and its future applications, but also cau-
tions the Maker community.203 Weinberg explains to the 3D printer
community that it is the difference between printing an object for per-

199. See 17 USC § 512(b) (2012).
200. See Tiffany (NJ), Inc. v. eBay, Inc., 600 F.3d 93, 96–97 (2d Cir. 2010).
201. See Nusca, supra, note 161 (presenting an optimistic view of the future for 3D

printing); Daniel Terdiman, The Future of 3D Printing Is Bright, Says SXSW Panel, CNET
NEWS (Mar. 12, 2013), http://www.cnet.com/news/future-of-3d-printing-is-bright-says-
sxsw-panel/ (“Summit agreed and suggested that any piracy risks faced by businesses built
around 3D printing pale in comparison to what businesses relying on traditional manufac-
turing face. ‘The moment you take your [traditional] tooling off to Asia [to be manufac-
tured],’ Summit said, ‘you relinquish your IP. When you’re 3D printing something . . . it’s
a unique instantiation every time, and it’s really hard to rip off.’” (alterations in original)).

202. See WEINBERG, supra note 171, at 1. Weinberg’s stance is summed up on the very
first page: “One of the goals of this white paper is to prepare the 3D printing community,
and the public at large, before incumbents try to cripple 3D printing with restrictive intellec-
tual property laws.” Id.

203. See id.
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sonal use and printing for use in commerce that draws the line be-
tween the legal and illegal use of 3D printing.204 Weinberg admits that
making exact trademark logo reproductions is likely205 to be infringe-
ment.206 He also warns Makers involved in 3D printing that trademark
owners will attempt to expand liability for infringement to the 3D
printing, scanning, and 3D CAD file ecosystem.207 While his warnings
could motivate Makers to fight regulation regimes and requirements,
he is correct to identify anti-open source watermark technology as a
possible requirement for intermediary printers to avoid liability.208

Neither the industry nor the regulators have yet required such
measures.209

III. Solutions and Going Forward
A. Counterfeiting Law

Perhaps trademark owners can ultimately take comfort in already
existing statutes and law enforcement activities dealing with counter-
feiting. Using a trademark in commerce with the intent to pass an
unauthorized copy off as authentic is not infringement. Rather it is
counterfeiting or intellectual piracy, concepts that have a stronger
negative connotation for consumers, law-makers, and potential inves-
tors than mere infringement.210

Additionally, the printing and possession of medallions, hang
tags, labels and other affixable items bearing trademarks was classified

204. See id. at 8.
205. I say “likely” because the courts have not officially come down with a ruling on the

issue. There is arguably a Fair Use or Nominal Use defense when it comes to making things
that either look confusingly like trademarks or that incorporate trademarks but do not use
them as source identifiers. This is the realm where appropriation and parody artists reside.

206. WEINBERG, supra note 171, at 9 (“Most exact logo reproductions . . . will likely be
infringement.”).

207. See id. at 14 (“For example, rightsholders could insist that, in order to avoid liabil-
ity, 3D printer manufacturers incorporate restrictive DRM that would prevent their print-
ers from reproducing CAD designs with ‘do not copy’ watermarks.”).

208. Watermarks would be a technological solution to a legal problem (counterfeit-
ing), not a legal solution to a technological problem (the ability to scan and counterfeit).
Weinberg suggests that trademark owners are going to legally force intermediary printers
to encrypt their CAD files to prevent unregulated sharing and printing. See id. at 14–15.

209. Analogous examples of digital locks and keys are the anti-piracy technologies on
CDs and DVDs.

210. See Paul Carsten & Deepa Seetharaman, Alibaba Is Cracking Down on Counterfeit
Items, BUSINESS INSIDER (May 13, 2014), http://www.businessinsider.com/r-fighting-fakes-
ahead-of-us-ipo-alibaba-takes-a-tougher-line-2014-13; 2013 JOINT STRATEGIC PLAN, supra
note 37, at 7 (“With respect to the online environment, the Administration believes that
when Americans and people around the world are given real choices between legal and
illegal options, the vast majority will want to choose the legal option.”).
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as counterfeiting via the 2006 update to the Trademark Counterfeit-
ing Act.211 Previously, the law did not cover these types of items. The
labels were not themselves infringing items, and a defendant was not
trafficking in counterfeits unless and until those mark-bearing items
were attached to a good.212 The Act now provides that “[w]hoever
intentionally traffics” or attempts to traffic “in goods or services . . .
knowing that a counterfeit mark has been applied thereto, the use of
which is likely to cause confusion, to cause mistake, or deceive,”213 can
be fined up to two million dollars, or imprisoned for up to ten
years.214 A company can be fined up to five million dollars.215

Though the counterfeiting laws still have the problems of proving
knowledge or intentional action, the stiff penalties could provide a
powerful deterrent effect, particularly if it is ever applied to in-
termediaries, such as Shapeways and Etsy, or to individual purchasers
of the infringing printed goods.216 There is as yet no case law which
applies the Act to unique online goods market intermediaries or sell-

211. See 18 U.S.C. § 2320(f)(1)(a) (2012) (“[T]he term ‘counterfeit mark’ means—(A)
a spurious mark—(i) that is used in connection with trafficking in any goods, services,
labels, patches, stickers, wrappers, badges, emblems, medallions, charms, boxes, contain-
ers, cans, cases, hangtags, documentation, or packaging of any type or nature; (ii) that is
identical with, or substantially indistinguishable from, a mark registered on the principal
register in the United States Patent and Trademark Office and in use, whether or not the
defendant knew such mark was so registered; (iii) that is applied to or used in connection
with the goods or services for which the mark is registered with the United States Patent
and Trademark Office, or is applied to or consists of a label, patch, sticker, wrapper, badge,
emblem, medallion, charm, box, container, can, case, hangtag, documentation, or packag-
ing of any type or nature that is designed, marketed, or otherwise intended to be used on
or in connection with the goods or services for which the mark is registered in the United
States Patent and Trademark Office; and (iv) the use of which is likely to cause confusion,
to cause mistake, or to deceive . . . .”); id. § 2320(f)(5) (“[T]he term ‘traffic’ means to
transport, transfer, or otherwise dispose of, to another, for purposes of commercial advan-
tage or private financial gain, or to make, import, export, obtain control of, or possess, with
intent to so transport, transfer, or otherwise dispose of.” (emphasis added)).

212. See United States v. Giles, 213 F.3d 1247, 1251 (10th Cir. 2000) (“[S]ection 2320
does not forbid the mere act of trafficking in counterfeit labels which are unconnected to
any goods.”).

213. 18 U.S.C. § 2320(a)(2).
214. Id. § 2320(b)(1)(A). Note that the maximum penalties for individuals approxi-

mately double for subsequent offenses. Id. § 2320(b)(1)(B).
215. Id. § 2320(b)(I)(A). Companies can be fined up to fifteen million dollars for sub-

sequent offenses. Id. § 2320 (b)(I)(B).
216. Historically, however, the tactic of making an example of one big player to deter

other violators has been met with questionable success. For example, the RIAA and record
labels’ attempts to stop individual copyright infringement resulted in a public relations
debacle for the copyright owners. See Capitol Records, Inc. v. Thomas-Rasset, 692 F.3d 899
(8th Cir. 2012), cert. denied,133 S. Ct. 1584 (2013) (ordering the defendant to pay the
copyright holders $222,000 (reduced from statutory damages of $1,920,000) for illegally
downloading twenty-four songs).
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ers, or any part of the 3D printing industry. However, trademark own-
ers could take cases to court in an attempt to shape the law, and
generate the market’s awareness of the law.

The Act already contains a plain meaning advantage for trade-
mark owners: “[T]he term ‘traffic’ means to transport, transfer, or
otherwise dispose of, to another, for purposes of commercial advan-
tage or private financial gain, or to make, import, export, obtain con-
trol of, or possess, with intent to transport, transfer, or otherwise
dispose of . . . .”217 While Etsy, as an intermediary that does not handle
the goods (infringing or otherwise) might remain protected by its lack
of control, Shapeways and other intermediaries dealing directly with
infringing digital and physical goods would arguably fall squarely
within the Act’s definition of “traffic.” This is perhaps why Shapeways
may retain the right to destroy any infringing print or CAD file itself,
in order to cut off any trafficking action.218

Additionally, applying the Act in the old Whac-a-Mole fashion, as
Capitol Records did against a single illegal downloader of music,219

would be more effective due to the community oriented nature of the
Maker phenomenon. Because the community it so tight-knit, target-
ing one cottage pirate’s activities would have a greater deterrent effect
on other Makers. This deterrence and self-education effect ineffective
in the music downloading circumstance because downloaders were
not generally part of a self-identifying community, and did not have
centralizing activities, publications, or industries to unite them, as the
Makers do.220

An additional element of the Trademark Counterfeiting Act pro-
vides for the forfeiture and destruction of counterfeit property, prop-
erty aiding in counterfeiting, or purchased with proceeds from
counterfeiting.221 If a trademark owner can convince a court that the
requirements of § 2320 have been met, then the forfeiture provision
could potentially undo the entire consumer-accessible 3D printing in-
dustry, as the counterfeit would lead to the printer, the CAD system,

217. 18 U.S.C. § 2320(f)(5).
218. See Shapeways Content Policy and Notice Takedown Procedure, supra note 192.
219. Capitol Records, Inc., 692 F.3d 899.
220. See supra Part II.A.
221. 18 U.S.C. § 2323(a)(1)(A)–(C) (2012) (“The following property is subject to for-

feiture . . . : Any article . . . prohibited under section . . . 2320 . . . ; Any property used, or
intended to be used, in any manner or part to commit or facilitate the commission of an
offense referred to in [section 2320]; Any property constituting or derived from any pro-
ceeds obtained directly or indirectly as a result of the commission of an offense referred to
in [section 2320].”).
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and eventually the entire business model. If applied only to individual
infringers, such as small Maker shops, the penalties would be ruinous.
Most of these shops are small-scale unique goods producers, and any
profits from counterfeit sales are arguably reinvested in the business,
which may be otherwise legitimate, become infected by the illegal
activity.

Additionally, trademark owners have the support of the Interna-
tional Anti-Counterfeiting Coalition (IACC) in the online fight
against counterfeits of their goods and trademarks222. The coalition,
like Congress, is focused on counterfeits produced overseas and im-
ported, as opposed to ones domestically produced223. However, trade-
mark owners could work with the IACC to turn policy and public
education energies to address the cottage piracy threat as well.

B. Other Means of Addressing Intermediaries

Although Tiffany is an important trademark case, a Second Cir-
cuit holding is not the final say on the question of liability for online
intermediaries. Other circuits and the Supreme Court have yet to
weigh in on the question directly. The courthouse doors of have not
been closed to trademark owners suing online intermediaries. And
though the legal metaphor of the online auction being like the physi-
cal flea market has been foreclosed by Tiffany, other legal relation-
ships can be likened to online counterfeiting and sales so as to bring
about effective regulation of both sellers and intermediary markets.

For example, in 2011, the Ninth Circuit held in Louis Vuitton Mal-
letier, S.A. v. Akanoc Solutions, Inc.224 that an intermediary website host
was guilty of contributory trademark and copyright infringement for
allowing allegedly infringing websites on the ISP’s servers.225 The
court likened the relationship (hosting and leasing space on the web)
to the leasing of real estate.226 It is not farfetched to argue that an

222. INT’L ANTI-COUNTERFEITING COAL., http://www.iacc.org/index.html (last visited
Oct. 2, 2014).

223. Our Mission, INT’L ANTI-COUNTERFEITING COAL., http://www.iacc.org/our-mis
sion.html (last visited Oct. 2, 2014).

224. 658 F.3d 936 (9th Cir. 2011).
225. Id. at 940–41 (affirming the district court with respect to a jury finding of trade-

mark and copyright infringement).
226. Id. at 942 (“To prevail on its claim of contributory trademark infringement, Louis

Vuitton had to establish that Appellants continued to supply its services to one who it knew
or had reason to know was engaging in trademark infringement. . . . As the district court
held, Appellants ‘physically host websites on their servers and route internet traffic to and
from those websites. This service is the Internet equivalent of leasing real estate.’” (internal
citations omitted)).
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intermediary online market—like Etsy, Shapeways, or even eBay—is
analogous to an ISP, as all host virtual space and facilitate users’ on-
line activities. This argument, however, has not been attempted in the
online trademark infringement context.

Conclusion: Having Lost the eBay Battle, Can Trademark
Owners Still Win the Intermediary Market Infringement
Liability War?

Trademark owners understandably despaired at the Tiffany
court’s holding. It pushes the burden of patrolling eBay, and sites like
it, squarely onto the trademark owners “24 hours a day, and 365 days a
year,”227 continuing the costly and micro-tuned Whac-a-Mole option
trademark owners have called the direct infringer law suit system.228

Trademark owners could take the Tiffany holding literally, and assign
the responsibility to the intermediaries through direct notification of
trademark counterfeiting and infringement. For an intermediary
smaller than eBay, like Etsy or Shapeways, a focused campaign of take
down notices—a blitz on the intermediary market hosting infringing
sellers—may compel the website into a proactive patrol. If dissuaded
in their relative commercial infancy from allowing a culture of infring-
ing sales, unique goods markets like Etsy and Shapeways, or other
smaller online markets might eventually self-police out of habit or
avoidance theory. Perhaps such a community culture of infringement
awareness and self-protection might prove effective if it is imple-
mented before the online marketplace grows to eBay-sized propor-
tions, at which point community culture becomes harder to
perpetuate, and infringement becomes harder to police.

Based on the Second Circuit’s holding, however, Etsy and its on-
line brethren might go forward following in eBay’s footsteps, and let
bigger companies, take the lead in deciding how to discourage illegal
activity as well as lawsuits from IP owners. As long as an intermediary
marketplace has no knowledge of infringement, and acts accordingly
when it is given such knowledge by a property owner, the Tiffany deci-
sion would seem to shelter them. Whether Shapeways’s direct control
and creation of works puts it outside of Tiffany and within secondary
liability remains to be seen.

227. Tiffany (NJ), Inc. v. eBay Inc., 600 F.3d 93, 109 (2d Cir. 2010) (internal citation
omitted).

228. See supra Part I.C.
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